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Editorial

anaging IP’s Japanese Buyers’ Guide provides in-

sights for Japanese businesses seeking to learn

more about the legal terrain of other Asian mar-

kets. Together with firm profiles from across the
continent, the guide includes thought leadership articles relating
to India, the Philippines, South Korea and Thailand, written by
expert practitioners.

With India’s penchant for creativity and entrepreneurship,
the demand for IP advice remains high, and three chapters in the
guide relate to developments in the country. Anand and Anand’s
article explores whether there is a need to quantitively measure
whether a trademark is ‘well-known’ and looks at how measure-
ments may be possible.

Patent application filing and processing in India has showed
good buoyancy even amid the ongoing pandemic. The article from
Remfry & Sagar looks at the government’s commitment to steadily
improving the standards of patent governance, and analyses the im-
pact of changes in practice and policy. In addition, the authors from
Obhan & Associates examine the purpose of experimental data in
Indian patent applications, while considering the relevant provisions
of the law and the nature of the process.

The team at Hechanova & Co reveal answers to frequently
asked questions on protecting industrial designs in the Philippines.
The authors consider the procedures for acquisitions, compliance
against design infringement, and recent court decisions on the area.

The significant increase in patent applications across the fields
of digital healthcare and biomarkers in South Korea forms the crux
of FirstLaw PC’s article. In response to the convergence of cutting-
edge technologies and the surge of 4IR technology applications, using
case studies, the author discusses how the Korean Intellectual Prop-
erty Office (KIPO) has acted to support and facilitate the examination
of digital healthcare applications.

The article by Satyapon & Partners evaluates the pros and
cons of filing new trademark applications in Thailand using the
Madrid Protocol, when compared to direct filings. As both options
offer their own distinct advantages, it is imperative that applicants
plan their brand protection strategy accordingly.

Also included in this supplement are IP Stars’ patent rank-
ings for a number of jurisdictions, including China, France, India,
Mexico and the US. The rankings are based on thorough and de-
tailed research. These tables will be very helpful for Japanese prac-
titioners seeking assistance from firms in countries with which
they are not familiar.

As business bounces back across Asia, opportunities for
Japanese investors will grow considerably in the coming year. We
hope that you enjoy hearing from the IP experts leading the evo-

lution in our guide.

Prin Shasiharan
Senior commercial editor
Managing IP 2
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Well-known v
well-known
trademarks: The
need fora scale

of
explores whether there is a need to
quantitively measure whether a
trademark is ‘well-known’

he word ‘well-known’ is an adjective. Is there a noun
for it? There are words like fame, recognition, etc.
which are nouns but there does not appear to be a
noun for well-known.

This article explores whether there is a need to quantita-
tively measure the quality of being well-known or well-known-
ness and whether such an expression can be used to convey the
same meaning. The article also looks at how such a measure-
ment may be possible.

No sophisticated methodologies have been used such as
machine learning programmes which have trained on data
available from several well-known trademarks or statistical
models that take into account complex factors and their inter-
relationships. A simple method has been suggested which
could get us going.

Itis beyond the scope of this article to get deeper into the
complexities of that measurement but of course that exercise
could be expected to be performed in future and would be
greatly welcomed by brand owners and by decision-makers
alike.

When a trademark is infringed by a defendant, the court
has to often determine the fame and renown of the plaintiff’s
mark as also the likelihood of confusion to decide whether to
restrain the use of the other mark or not. Traditionally, the ac-
tions can be for infringement, passing off or both.

In the past, there have been two broad approaches to
these questions, namely:

There had been courts or judges who have been more in-
tuitive in looking at the competing marks and forming an im-
pression about the plaintiff’s fame if they knew about the
plaintiff and a further impression about similarity through the
process of comparison. This may or may not be the proper
manner of comparison but in a practical world, it is what would
often happen.

A second category of courts or judges would rely more
strictly on the documents placed on the record by the plaintiff
such as the registrations in the plaintiff’s favour and the various
documents showing reputation and renown. This is a process
based on evidence but not in any sort of quantitative way.

In various disciplines such as clinical psychology, evi-
dence-based assessment (EBA) is being developed along the
lines that involves reliance on data and is often found to con-
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tradict what may be an intuitive assessment. This process ex-
poses cognitive biases that affect decision making.

In the context of trademarks, a plaintiff would often allege
that the trademark is ‘invented’ as opposed to being arbitrary,
suggestive or descriptive, seeking a very high degree of protec-
tion often beyond the goods or services for which the mark
had been used.

At other times, the plaintiff would allege that the mark is
well-known, i.e. that it has acquired a very high degree of
renown amongst the concerned sections of the consumers of
the goods and services in relation to which it is used.

In well-known trademarks, several issues arise, such as:
(a) Whatare the trademarks being compared? Are they fa-
mous for their respective goods, such as for e.g. United
Airlines and United Pressure Cookers or United Insur-
ance; and
(b) If cases brought by the plaintiff in court for infringe-
ment and passing off, on account of the plaintiff’s
fame, are not contested and do not result in final judg-
ments simply because they settle (by the defendants
giving up quite easily), then how would the plaintiff
be able to get a declaration that the mark is well-
known.

This happens quite often to very well-known marks
which have never had the opportunity of having been formally
declared well-known.

In the example of two well-known trademarks such as the
‘United’ example given above, what if the airlines and the pres-
sure cooker company both get into catering services? Who
would get the priority? Or the pressure cooker company and
the insurance company want to secure safety compliance and
have some kind of service to get households through a process
of inspections and certifications, who would be able to succeed
against the other?

Until now, the courts in situations such as these, look at
the priority of use namely whoever entered the virgin territory
first, would occupy that field.

Another assessment could be to determine which of the
companies is closer to the new activity and the activity is more
natural to their expansion plans. This could be based on evi-
dence by third parties who are in such cognate or allied fields
in an attempt to show that the virgin area is closer to one of the
two parties than it is to the other.

Both these tests may be reasonable and nothing wrong
with them.

Another approach for the future is based on the thinking
that being well-known is not a binary condition namely that
you are either well-known or not well-known.

It is more a hierarchy where you can be well-known or
better known or very well-known or extremely well-known.
Some of these expressions have actually been used in the con-
tent of some very well-known trademarks (e.g. Order of Justice
G.S. Sistani in Ford Motor Company & Anr v Mrs CR Borman
‘extremely well-known trademark’).

If it is a hierarchy, there are again three ways of determin-
ing which of the marks are better known than the other.

A first method could be that a judge simply looks at the
two marks and knows the depth of use of one as compared to
the other and is intuitively able to say that one is better known
than the other.
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Pravin Anand

Managing partner
Anand and Anand
T: +91 12 0405 9300
E: pravin@anandandanand.com

Pravin Anand is the managing partner at
Anand and Anand and has 40 years of
experience as an IP lawyer.

Pravin has worked on some landmark
cases including patent lawsuits that transformed
the pharmaceutical and bio-technology
enforcement regime in India including Merck v
Glenmark; Roche v Cipla; the Monsanto case;
and a large number of other suits on behalf of
Pfizer, BMS, AstraZeneca. Other landmark cases
include India’s first anti-anti-suit injunction order
(InterDigital v Xiaomi); a software patent law suit
conferring protection (Ferid Allani case); and
Philips v AmazeStore (aggravated damages).

Pravin has been awarded the AIPPI Award
of Merit and recognised as FT's ‘Most
Innovative Lawyer — Asia Pacific’
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A second method is to conduct a market survey following
traditional principles where a representative sample is selected;
no leading questions are asked; the answers are faithfully
recorded; and interpreted without any bias.

These market surveys can also be quite useful and in
some cases have been considered indispensible not only to
show that the mark has acquired great fame and renown but
further that one is likely to lead to confusion with the other.

A third method is to actually create a scale of well-known
trademarks.

Such a scale would reduce the subjectivity of the first in-
tuitive approach and would look at a wider range of factors than
the second approach. It is not as if a scale would not have ele-
ments of subjectivity, as obviously it is not like measuring the
height in a high jump contest or the length in a long jump or
the weight in a weight-lifting contest.

Even objectively collected facts would require interpre-
tation which would introduce some bias and subjectivity, but
on the whole, it could be a good starting point for a final anal-
ysis by the learned judge. It would be like a blood test given
to a doctor who then uses it as a stepping-stone for his
diagnosis.

It is interesting that these days the world is moving to-
wards measuring a lot of things which was not the case in the
past. Thus, there is a Scoville Scale to measure the chilly con-
tent or a Pain Assessment Scale from 0 to 10 or the Wechsler
Adult Intelligence Scale (WAIS) for IQ for adults and late
adolescents.

In modern society we are moving increasingly towards
more empirical fact and science-based decision making and
this new approach certainly justifies a scale.

In the book “Noise” by Daniel Kahneman, Sibony and
Sunstein, it is pointed out that undesired variability in decision
making is one of the two most important factors which lead to
flaws in human judgments. A scale would help achieve less
‘noise’ or greater consistency in similar cases.

When one looks at the kind of factors for considering
whether a mark is well-known and to what extent, then at least
the following broad criteria appear to be relevant, namely:

«  The nature of the mark itself —

vented then the chances are that there would be lesser

if the trademark is in-

number of parties that have used the mark and so the
mark would not be in a cluttered field. Inventive marks
are not the most popular with advertising people, as
they may be tougher to promote, but once they get into
a consumer’s mind, it is equally difficult to remove
them because they form a strong association.

As opposed to this, if you take a suggestive or a descrip-
tive mark then there may be many users who may justifi-
ably use the same in a bonafide way and the market would
not only be cluttered but the association of consumers
would be a weaker one and this would affect the well-
known status.

«  How oldis the trademark? This may be less relevant as

some of the newer trademarks are so extensively adver-
tised on social media that they can become well-known
overnight.
This factor of length of use was very important when
the outreach of the trademark was lesser at the time of
traditional advertising, but today, though relevant, it
plays a lesser role to determine its well-known status.
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No &S  Mark@Hig

Max&&  TATA TMX

1 Sales (largeX/mediumer/small/)\) 3 3 2
5Lk 3 2 1

2 Advertising (highi&/mediumd/low() 3 3 2
=5 3 2 1

3 Age of mark 3 veryold [>50 yrs] (& THHL (5506F) / 3 3 2
EIEDESR 2 middle [10-50 yrs] 2E (10~50%) /

1 young [<10 ursIFHT L W (<104

i Nature (inventedZ&AA/all others# DAth) 2 2 1
k=] 2 1

5 Ethics (good R/badi) 1 1 1
fRig 1 0

6 Employees (reasonabled/)\ /very largeX) 2 2 1
xS 1 2

7 Customers (smallzv/medium#/largeX) 3 3 2
BE 3 2 1

8 Range of goods  (wide/Zs\/limitedFRFE/Y) 2 2 1
BROKE 1 0

9 Factories/offices (few/\R1E/large KiR1E) 2 2 1
I/ A714R 1 0

10 Countries (India-f > R /localBR#th/overseasi@sh) 3 3 2
3| 3 2 1

1 P (largeX/medium=R/smallz\) 3 3 1

3 2 1

12 Internet access (largeX/mediume/smallz)\) 3 3 2
A2 =2y T7OERX 3 2 1

13 Order/judgments/oppositions/UDRP 3£32 / #5# / 311 5 5 2

0-5 (0~5)

The internet presence of a trademark appears to be quite
important to determine its well-known status. This is
often measured through social media visibility by resort-
ing to tools like Google Hits (GH), Wikipedia page views
or Twitter followers. These are good metrics of fame on
the internet.

Sales and promotion activities of the mark which are per-
haps the most important factor in determining their well-
known status. The extent of sales obviously indicates the
popularity of the mark and the advertising shows the cov-
erage. Added to this would, of course, be factors like the
number of customers and the geographical area or the
number of countries in which the mark is promoted.
The ethics of a company — Normally this would be a neu-
tral factor, but if it is a company with a well-known crim-
inal record, then all its fame would instantly fall to the
ground and it is, therefore, a destructive factor which
would neutralise the others.

There are group of other factors which are not directly
relevant such as the number of employees, the number
of factories and offices and the range of goods as some
companies manufacture a single article whereas others
cover a very vast range of products.

(vii) RRIC. BEIABEL TLWSHBMEE L.
HHFFOWS. ¥R, RFEB LI TOMI.
UNDRPERGAEICL > TRENB. ENHD
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L&SH?

(b) IEFICERLBEE (f : TATA) &, CDIRE
TRSEERTZIONERHNTLLSIN?

(c) BB3BEDHEMICDOVTHITTTIFIFRICEKS
MonTED, TLIFPEETLELREE
EEICEHEVWHAD LSBT, BHEPEE
. A EECERITREORBIIL <5 N
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«  Finally, what are the IP rights which are owned by the
company and the extent to which they have been success-
fully enforced as indicated by court orders, judgments,
successful oppositions, UNDRP orders, etc. All these fac-
tors are useful and valuable to have a reliable metrics for

measuring fame, renown and reputation.

Although a fair amount of research may be necessary to
choose all the relevant factors and to accord to them the appro-
priate weightage, 13 factors have been selected and given a
weightage to see:

«  What is the maximum points that a mark can get on the
well-known scale?

«  What points would a very well-known mark (e.g. TATA)
ideally make on such a scale; and

«  What points would a mark have if it was very well-known
locally for one specific product with medium sales and
medium advertising, reasonably old but a little descrip-
tive with moderate exports and low IP or enforcement
record on the well-known scale?

Therefore, the well-known score is = (ethics x nature x sales x
advertising x customers x countries)

+ Internet score

+ ‘R score (R is the age + employees + range + factories)

+ ‘IP” score (IP is the IP strength + orders).

Regarding Trademark ‘X, an actual trademark which satisfies
the above conditions has been considered for this study, but
its identity is masked by terming it Trademark ‘X’ for privacy
reasons, as it is being compared to one of the highest scoring
well- known trademarks and it may not be appreciated receiv-
ing points anything below the best.

Taking into account the above, the maximum score possible is
182. TATA gets the score of 182 and Trademark X’ gets the
score of 26.

The analysis was done for an invented trademark which was
newly adopted and put on the market but hardly had any cus-
tomers, sales or renown. This also has a score of only ‘8.

A local restaurant in New Delhi which is known to its cus-
tomers for a considerable period of time, was also subjected to
this analysis, but found to have a score of only ‘9’

Obviously, somewhere between ‘8’, ‘9" and 26, a mark starts
to become well-known.

This recommended scale is not a substitute for good profes-
sional legal advice, where the facts of each case are analysed

carefully in the context of current judicial thinking.
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Too much
information or not
quite enough?
Experimental
datainIndian
patent
applications

and of

discuss the
provisions of Indian patent law under
which experimental data is required,
the nature of the data and
submission stages

xperimental data have always been an integral part
of a patent specification. With patentability stan-
dards rising, the significance of data in a patent ap-
plication is increasing more than ever.

There are various circumstances where data may be re-
quired in a complete specification, such as to show technical
advancement; synergy under Section 3(e) of the Patents Act
(the Act); efficacy under Section 3(d); and enable working of
the invention.

Inventive step

Section 2(1)(ja) of the Act states that “inventive step” means
afeature of an invention that involves technical advance as com-
pared to the existing knowledge or having economic signifi-
cance or both and that makes the invention not obvious to a
person skilled in the art.

To address an inventive step objection, merely showing
that a combination of prior art documents does not result in
the claimed invention may not be sufficient. Instead, it must
be established that there is a technical advancement over the
prior art in the invention. Critically, even if the claimed subject
matter is non-obvious to a person skilled in the art but fails to
demonstrate a technical advancement or economic signifi-
cance, the claims will still lack inventive step.

In La Renon Healthcare v Kibow Biotech
(ORA/28/PT/2011/MUM), the Intellectual Property Appel-
late Board (IPAB) held that there must be express support for
a claimed invention, by way of examples which support the in-
vention and can justify the advantages of the claimed invention.
In claims relating to antibodies, for instance, the Guidelines for
Examination of Biotechnology Applications for Patent clarify

INDIA A > F
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that “Claims to antibodies that may have therapeutic or diag-
nostic potential are unsupported if a role for the target protein
in a specific disease has not been identified and proved by suf-
ficient data”.

In a selection patent, comparative data to show the tech-
nical advancement of the selected species as against the generic
disclosure is essential to secure the grant of application.

Technical advancement must be present in the complete
specification at the time of filing of the application. In Ajantha
Pharmav Allergan (ORA/21/2011/PT/KOL), the IPAB held
that data, especially comparative examples, were absolutely es-
sential at the time of filing to support any advantages and
claims. Any additional technical advancement discovered after
the filing date ordinarily may not be admissible, although this
position is slightly nuanced now.

Increasingly, there is some inclination to accept addi-
tional data after filing, also known as ‘post-filing data in the
application. However, in such cases, the patent specification
should present enough support that the claimed technical ad-
vancement was known to the applicant when filing the appli-
cation itself.

In Astrazeneca v Intas Pharma
(MANU/DE/1939/2020), the Delhi High Court points to
when post-filing data cannot be taken on record: “post priority
date evidence .... to show technical advance can only be taken
into account to confirm the existence of technical effect which
is found embedded in the specification of IN625 and is capable
of being understood by a skilled person having common gen-
eral knowledge and not to rely upon the same to establish its
effect for the first time”.

Thus, an applicant may not be able to rely on a new tech-
nical effect in response to a first examination report (FER) or
hearing notice if it is not supported by the specification. It was
for this reason that the controller refused to accept the post-fil-
ing data in support of technical advancement in Indian Patent
Application No. 6080/DELNP/2014 relating to a combina-
tion of givinostat with steroids/glucocorticoids. The con-
troller’s decision (August 7 2020) noted that: “The post-filing
data must be depend[ent] on the experimental data disclosed
in complete specification, and [the] present application does
not establish any data for the enablement of the claimed com-
bination”.

Sufficiency

The exclusive right of a patentee to stop others from making
or using their invention for a defined period is balanced by the
obligation to disclose the invention in detail. This serves two
purposes: firstly, after the period of exclusivity ends, others can
make and use the invention; and second, the disclosed inven-
tion becomes the basis for newer technological developments.
This obligation to disclose the invention in detail is contained
in Section 10(4) of the Act, which states:
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of working of the invention. In effect, the disclosure must be
an enabling disclosure which can be carried out by a skilled
person in the relevant art without the burden of an undue
amount of experimentation or the application of inventive in-
genuity.

The IPAB order in Tata Global Beverages Limited v Hin-
dustan Unilever Limited (TRA/1/2007/PT/MUM) provides
some guidance in this regard. Here, the IPAB held that the suf-
ficiency requirement is met if at least one way of working the
invention is clearly described, enabling a skilled person to carry
out the invention. Further, the IPAB said that Section 10(4)
does not mean it be necessary to carry out all conceivable ways
of operating the invention; instead, disclosure of the best
method known to the applicant meets the requirement of suf-
ficiency of disclosure. In FDC v Sanjeev Khandelwal and Ors
(OA/15/2009/PT/MUM), the IPAB clarified although there
in an obligation to submit the best method, the claims need
not be representative of the best method.

However, where ranges of individual components or mul-
tiple embodiments are claimed, the applicant may have to sub-
mit sufficient working examples that cover the entire breadth
of the claims. This is especially relevant in the fields of chem-
istry, biotechnology, and pharmaceuticals. The Guidelines for
Examination of Patent Applications in the Field of Pharmaceu-
ticals state that: “if the invention is related to product per se,
description shall be supported with examples for all the com-
pounds claimed or at least all the genus of the compounds
claimed”.

Critically, the relevant data must be present in the com-
plete specification at the time of filing the application. Al-
though the acceptance of post-filing data is at the discretion of
the controller, in some cases, additional working examples may
be included during the prosecution of the application. How-
ever, in such cases, there must be adequate support for the
same in the specification.

Working models
In addition to working examples, sometimes, the patent appli-
cant may need to produce a model or sample of the invention.
This requirement is based on the principle that a patent cannot
be granted for an idea, and that the claimed invention must be
capable of being practiced.

Section 10(3) of the Act provides that:

“If, in any particular case, the Controller considers that
an application should be further supplemented by a model or
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sample of anything illustrating the invention or alleged to con-
stitute an invention, such model or sample as he may require
shall be furnished before the application is found in order for
grant of a patent, but such model or sample shall not be
deemed to form part of the specification”.

Unlike the data requirement for technical advancement
and sufficiency, this data is not required to be submitted vol-
untarily, but only when requested by the patent office. In re-
cent years, there has been a marked increase in the demand
for this data, which is usually raised in the FER or hearing no-
tice. This may be met by submitting a video of the product/de-
vice clearly illustrating its working or showing the method
claimed.

Typically, this requirement is raised by the patent office
in inventions relating to mechanical engineering, if the exam-
iner believes that the invention does not appear feasible from
the application itself. For example, where the invention seems
to violate principles of natural law (such as inventions directed
towards perpetual motion) or scientific principles, the exam-
iner may ask for a model showing that such an invention works
before a patent is granted.

When requested for a working model, it is advisable to
submit the same unless it can be demonstrated that the patent
specification sufficiently presents a proof of working of the
claimed invention. In Indian Patent Application No.
1451/MUM/2013 relating to a solar-cum-electrical enhancer,
the controller refused the application as the applicant was un-

able to furnish such a working model.

Section 3(d)

Section 3(d) bars from patentability a ‘new form’ of a known
substance such as its salts, esters, ethers, polymorphs, metabo-
lites, pure form, or isomers which does not result in the en-
hancement of the known efficacy of that substance or the mere
discovery of any new property or new use for a known sub-
stance. For patentability of new forms, the applicant must also
provide experimental data showing that the new form exhibits
enhanced efficacy over the known substance.

In the landmark decision of Novartis v Union of India
(Civil Appeal No. 2706-2716 of 2013), the Indian Supreme
Court held that whether an increase in bioavailability leads to
an enhancement of therapeutic efficacy in any given case must
be specifically claimed and established by research data.

Efficacy data may be provided at the time of filing of the
application or subsequently by way of post-filing data. The
IPAB, in Pfizer Products v. The Controller of Patent and Designs
(OA/30/2011/PT/DEL), while accepting an appeal against
the Controller’s decision, held that the Controller “could have
afford[ed] reasonable opportunity to the appellant to put forth
the experimental data .... instead of mechanically and arbitrar-
ily refusing the application”.

Section 3(e)

Section 3(e) of the Act bars from patentability a substance ob-
tained by a mere admixture of components resulting only in
the aggregation of the properties of these components. To ad-
dress any objection under Section 3(e), it must be demon-
strated that there exists a functional interaction between the
components of the composition, which achieves a combined
technical effect that is greater than the sum of the technical ef-
fects of the individual features.

INDIAT > K

15

FEC. FRIBFEZRLLEHEORBICED
. COBHEBILIBEDHD ET,

—ARBYIC. M I FREEORETIE. BEETEE
HHEFEEE T TIEIRBOAEMED RV HIBTL
12BEIC. COBEHMFTFTICE >TIRESNE
T FlRIE. BAERCPREZEMNREBICR TSR
ONBZEE GRAKEBEICAITI-ERBLRY) OBEE
. BEEEEBIIRFEAESTRE1IC. TDOLOR
HBEHNKEETZ CERITETILEERT IIEE
BHDE£d, RAFEZERINHE. KFFH
MENBREINAHEBOEMOIENE +2ICRL
TWBZeHABATEAVED ., ERFEZIRH
THEHLEELWVWTLELS, KB -BEFTY
NS —ICET 2314 REBEFHESE
1451/MUM/20135 Tl HEEADZD L S BEE
EFILERBTES A ofcfcd. BFFITEES
EELE LTS

B. 83% (d)

83% (d) Tk BENMEBEDIE. TXTI)IL. T—
T R BT, MR, Btk o T
FEl THo>TH, ZOYPEDEIRIDBEINED
mLEv. BRIOYME DO RFECHICBREED
HREICOBANSBVDDIE. FFEN BV LT
WE T, FIEOKFTFZIRST 57cDICIE. HEE
FHIZFEELTENOYEL D LENICEMMEZ R
TERBRT - 2REITIHEN DD XY,

NovartisiitUnion of India (2013F REHFINES
2706-2716) Tit. 1> R®REFIE. NAFTRA
SEUTDELEDNEBEDROBLICDEAZH
ESMMIEERBICERIN. AT —XICEDT
N SNARITNUIEESBEVWEWVWSHRETLEL
7o

BHEICETE T — XL, HERFIZHEERIC
RBEINZBEEDHDHD F£9, Pfizer Products Inc.xd
BB LUVERSEESEE (0A/30/2011/PT/DEL
) TlE. IPABIZBESEEDHIRICH TS &%
ST BZ—HT. BABEEIT T#EKr oRE
BIICHEEZE BT 3D TIdh <« BHRAICEET
—REIRH T BEENEAEEX B3 EHDTE
It THZ L E LT

C.#3% (e)

ISEFEEE3% (o) Tk BICHD DESBICE D
POEMEBINENINRTOBEBRY EEFHTON
KA LTWVWET, B3 (e) ICEDCEREALI
TZITSOHICIE. HERYIOERER DM ICHEE
NEBEERANEEL. FNICE-> T, B4
BOEMPINRDOEF LD HARETVWESHREM
RISIEREMZER SND XA T Z2HENH D £
To R, HEVRIL. BRINTERZEZERT
BI-OICEBREBERNEEMNICIERYT 2 DR
MARERIETDZCICE>TEREITNRITNIEED
FthA, HEDRICIZ. BEOAEL. ZEMP
REMEOEL. BRIO777IILOAL. HEHEOD
B EDEIFENE T,

JAPANESE BUYERS GUIDE 2021



In effect, a synergistic effect must be demonstrated by fur-
nishing experimental proof that the components work together
in a synergistic manner to achieve the claimed result. Synergis-
tic effect could be in terms of improved efficacy, improved sta-
bility or shelf life, improved dissolution profile, or reduced
toxicity, among other things.

In a post-grant opposition proceeding in Indian Patent
No. 231479 relating to “Injectable preparations of Diclofenac
and its pharmaceutically acceptable salts”, the patent office
while refusing the application under Section 3(e) held that in
the absence of any concrete evidence/data, the applicant’s
claim that the efficacy lies in the reduction of pain at the in-
jection site is not plausible. Specifically, it was observed that
no clinical data of the claimed formulations was present in the
complete specification showing there was less pain when the
claimed composition was used over the prior art diclofenac
injections.

In Willowood Chemicals Private Limited v Assistant Con-
troller of Patents & Designs (OA/53/2020/PT/DEL), the IPAB
set aside a refusal order by the controller in Indian Patent Ap-
plication No. 2668/DEL/201S5 relating to a synergistic herbi-
cidal composition as the applicant was able to explain the
synergistic data submitted in the specification.

Synergistic effect should be brought out in the patent
specification by way of comparative data at the time of filing
of the application itself. The applicant may also submit such
data in a reply to an FER /hearing notice. However, subsequent
submissions regarding synergism are accepted only if they are
supported by the patent specification.

Conclusion

This brief examination of the purpose and utility of experimen-
tal data in Indian patent application is helpful to understand
when such data can and should be included. To meet the re-
quirements under Indian patent law, applicants are advised to
submit (i) working examples, preferably based on the entire
breadth of claims; (ii) comparative examples to distinguish the
claimed invention from closest prior art; and (iii) efficacy data/
synergism data.

Where the applicant is unable to generate sufficient data,
it would be preferable to include adequate disclosures regard-
ing the working of the invention as well as the technical effect
obtained from the invention. The objective should be to pro-
vide a sufficient basis for including post-filing data at a later
stage, so that the applicant’s rights are protected throughout
the course of the prosecution of the application.
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Positive outlook
for India’s patent
regimeina
pandemic age

of
describes how India is making
steady and progressive steps in the
right direction with a patent
landscape that is undeniably positive

t would be an understatement to say that things have

changed in the past year and a half in the wake of the

COVID-19 pandemic - India is among the countries af-

fected profoundly. Yet it has been a busy time for India’s
patent regime.

There have been a string of changes in practice and policy,
which have struck a positive note in these otherwise gloomy
times, underscoring the government’s commitment to steadily
improve the standards of patent governance in the country.
This article highlights recent developments and analyses their
impact.

Patent application processing

Patent application filing and processing showed good buoy-
ancy amidst the pandemic. International patent applications
filed via WIPO’s Patent Co-operation Treaty (PCT), which
is a metric for measuring innovative activity, grew by 4% in
2020, despite an estimated drop of 3.5% in global GDP.

Figures from the annual report of India’s Department for
Promotion of Industry and Internal Trade (DPIIT) reveal that
43,028 patent applications were filed in the nine-month period
from April 1 to December 31 2020 as compared to 41,800 ap-
plications filed during the same period in 2019 — an uptick of
2.9% over the previous year.

Moreover, despite the unprecedented challenges of the
past year, data indicates that the Indian Patent Office (IPO)
maintained its trend of recent years of processing applications
ata quick pace. Some of the measures which made this possible
are its revamped electronic filing system, effective video con-
ferencing facility for hearings and increases in staff strength all
of which were well in place when the pandemic struck and en-
sured that the IPO could function remotely and efficiently
even when physical access to the office was limited.

Further, the IPO had endorsed the extension of limita-
tion period for all deadlines which was put in place by the In-
dian Supreme Court with effect from March 15 2020. This step
undoubtedly aided both the IPO and stakeholders in preserv-
ing patent rights particularly in the early days of the pandemic
when uncertainties surrounding regular functioning were at

their peak on account of India’s extremely strict first lockdown.
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The original extension was lifted in March 2021, but the
severe second wave of COVID-19 that India experienced in
the early summer of 2021, led the Supreme Court to extend
the period of limitation once again for all proceedings on April
27 2021, which remains in force at the time of writing this ar-
ticle. Cumulatively, patent practitioners and applicants alike
have much appreciated the smooth and efficient functioning
of the IPO during these uncertain times. Particular mention
can be made of the many national phase applications filed in
2019-2020 which have been processed for grant especially in
the field of chemicals and metallurgy.

Statement of working

The regulation for filing an annual statement of working for
granted patents is a provision not seen in major jurisdic-
tions and it has always been a point of discussion between
foreign right holders and practitioners and their Indian
counterparts. In a welcome move, on October 20 2020, the
Patents (Amendment) Rules, 2020 (rules) came into force
and simplified the process surrounding the statement of
working.

A modified format has been notified for submission of in-
formation relating to the ‘working of patents’ A statement of
working for a granted patent(s) will have to be filed for each fi-
nancial year (as opposed to calendar year) starting from the fi-
nancial year commencing immediately after the grant of a
patent.

Accordingly, for the upcoming reporting, patents granted
prior to April 1 2020, will need to be reported and relevant in-
formation from April 12020 to March 31 2021 will need to be
submitted. The time limit for submitting this information is
now six months from the end of the financial year, i.e. until
September 30 2021.

Significantly, the amended form also allows one submis-
sion in respect of ‘related patents, wherein the approximate rev-
enue/value accrued from a particular patented invention
cannot be derived separately from the approximate
revenue/value accrued from related patents. This change will
now allow patent holders to submit a consolidated statement
in appropriate cases, which will save time, cost and effort.

Other notable changes include removal of the earlier re-
quirements of identifying licenses/sub-licenses entered into in
agiven year; of a patentee/licensee having to state whether the
public requirement had been met to the fullest extent at a rea-
sonable price; and of entering the quantum associated with a
patented product/process.

Filing of priority document andits
translation
Another welcome amendment came about in connection
with the filing of a priority document and its verified English
translation. Under existing rules a priority document was
not required to be filed if the same had been filed at the re-
ceiving office under rules 17.1(a) and 17.1(b) of the PCT
Regulation. The amended rules broaden the exception to in-
clude cases whereunder Rule 17.1(b-bis) of the PCT Regu-
lations, the applicant asks the Receiving Office to obtain the
priority document from a digital library.

Further, per the amended rules, the IPO can ask for sub-
mission of a translation only when a case falls under rules
S1bis.1(e)(i) and (ii) of the PCT regulations, i.e. only when:
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Validity of the priority claim is
relevant to determination of
patentability; or

Errors in the international filing
date have been corrected (under
rules 20.3(b)(ii) or 20.5(d) on
the basis of the incorporation by
reference under rules 4.18 and
20.6 of the PCT regulations).

IPAB abolition and special
IPbenches

A development which caught the IP
fraternity by surprise earlier this year
was the government proposal (in
February 2021) and subsequent abo-

lition of the Intellectual Property Ap-

pellate Board (IPAB) on April 4 2021
via “The Tribunals Reforms (Rational-
isation and Conditions of Service) Or-
dinance, 2021

Since its inception in 2003, the
functioning of the IPAB had not been
seamless, mostly on account of alack of
adequate staffing. Reports indicate that,
for example, the IPAB had not had a
chairperson for a cumulative total of
1,130 days, and the most recent delay
was for a period of almost 600 days.
Such inefficiencies were cited as the rea-
son for the IPAB’s abolition.

Consequently, all matters/appeals
pending before the IPAB under various
IP statutes (the Patents, Trademarks,
Geographical Indications of Goods,
Copyright, and Plant Varieties Acts)
stand transferred to the respective High
Courts (of Delhi, Bombay, Madras, Cal-
cutta or Ahmedabad, as the case may
be) or commercial courts in the case of
copyright — matters.  Also, fresh
appeals/proceedings pertaining to IP
matters are now being filed before the
respective High Courts or Commercial
Courts, as applicable.

Seizing the occasion and living up
to its reputation of a proactive and pro-
gressive IP jurisdiction, on July 7 2021,
the Delhi High Court created an intel-
lectual property division (IPD), which
is to have special IP benches to deal
with all intellectual property rights
(IPR) matters.

Such benches (to be notified
from time to time) will hear IPR suits;
revocation applications; cancellation
applications; other original proceed-
ings; appeals from the office of the Reg-
istrar of Trade Marks, Controller of
Patents, Copyright Registrar; all other
proceedings which were hitherto main-
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tainable before the IPAB under the various IP statutes; and all
original proceedings and appellate proceedings relating to IPR
disputes, except matters to be heard by a two-judge Division
Bench.

A comprehensive set of fresh rules — the IPD Delhi High
Court Rules - are currently in the process of being framed.
Significantly, the provisions of the Civil Procedure Code
(CPC) pertaining to commercial disputes, and the provisions
of the Commercial Courts Act, 2015 (with procedures con-
ducive to speedy resolution of lawsuits) would also be appli-
cable.

This development is a positive step towards efficient ad-
judication of contentious IP matters and effectively allays con-
cerns regarding lengthier court procedures and delays in
adjudication by courts already beset with backlogs that had
arisen in the wake of the IPAB’s abolition. One hopes that the
Delhi High Court’s lead in setting up a mechanism to ensure
efficient disposal of IP matters will be followed soon by other
high courts in the country.

Patent Prosecution Highway

Implementation of a pilot PPH programme between India
and Japan had been approved in November 2019 which is to
run for a three-year period. It offers several benefits for
patent applications, among them reduction in time taken for
their disposal; reduction in their pendency; improvement in
the quality of search and examination; and an opportunity
for Indian inventors to get accelerated examination of their
patent applications in Japan.

Under this programme, the IPO receives patent applica-
tions wanting to take advantage of a granted Japanese applica-
tion only in certain fields of technology — electrical, electronics,
computer science, information technology, physics, civil, me-
chanical, textiles, automobiles and metallurgy. In the reverse
scenario, the Japanese Patent Office (JPO) can receive an ap-
plication claiming the PPH benefit (from a granted Indian
patent) in all fields of technology.

One hundred cases are slotted to be processed under the
PPH programme each year. The 100 applications received
from Japanese applicants to be examined at the IPO in the first
year (2019-2020) were, in the experience of the author him-
self, processed smoothly and quickly, proceeding to grant in
record time! 72 applications had already taken up slots in the
second year of the IPO-JPO PPH at the time of writing this ar-
ticle. It is expected that soon there will be PPH agreements
with other jurisdictions as well.

COVID-19 and compulsory licensing
Turning once again to the inescapable presence of COVID-
19, when the country was in the throes of its devastating sec-
ond wave and faced shortages of certain COVID-19 drugs,
the Supreme Court of India as well as the Delhi High Court
had suggested the government implement compulsory li-
cencing provisions. Though the situation has improved,
times are yet uncertain for India is a large and very populous
nation.

The public health emergency brought about by COVID-
19 meets all the requirements for invoking the grant of a com-
pulsory license and one could say that implementation of such
licenses might still be in contention. Yet the Indian government
surprised many in its submissions before the Supreme Court
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when it indicated that invoking the compulsory license provi-
sion was not required.

Non availability of raw materials and essential inputs was
listed as the main constraint in connection with scarcity of cer-
tain COVID-19 drugs and, in the opinion of the government,
additional licenses would not lead to increased production of
medicines and vaccines immediately.

It also supported the role of voluntary licenses from in-
novator companies. Mentioning that if a situation arose befit-
ting a compulsory license, it would look into the matter,
presently the government laid more emphasis on executive
level engagements and diplomacy and stated “it is earnestly
urged that any discussion or a mention of exercise of statutory
powers either for essential drugs or vaccines having patent is-
sues would have serious, severe and unintended adverse con-
sequences in the country’s efforts being made on a global
platform using all its resources, good-will and good-offices
though diplomatic and other channels”

This stand and policy would certainly not go unnoticed
by the international patent fraternity — especially in light of the
fact that India had, jointly with South Africa, proposed a waiver
of IP rights to deal with COVID-19 before the TRIPS Council
meeting in October 2020.

Conclusion

It bears mention that despite the limitations imposed by the
pandemic, the courts have also done exemplary work in devis-
ing appropriate procedures (including those for remote hear-
ings) to ensure efficient and expeditious adjudication of IP
cases. Given all these developments, it does not come as a sur-
prise then to learn that the latest International Intellectual
Property (IP) Index, 2021 (released by the US Chamber of
Commerce) has upped India’s rank to 40, highlighting tangible
improvements in its IP ecosystem.

In conclusion, mention must be made of the Indian Par-
liamentary Committee report released on July 23 2021 that
takes stock of the progress made in the country’s IP regime and
outlines what needs to be done next to further boost IP cre-
ation, protection and enforcement in the country.

Apart from a recommendation on a possible roll back of
the abolition of the IPAB (to be followed with interest by the
IP fraternity!), from a patent perspective, the committee has
reviewed the various provisions under section 3 of the Indian
Patents Act concerning subject matter eligibility.

It suggests exploring the feasibility of granting patents to
non-living substances occurring in nature in the backdrop of
section 3(c) ; questions whether, in some instances, section
3(d) acts as a bar on protecting incremental innovations; rec-
ommends a thorough analysis of approving patents on plants
and seeds with a pre-requisite of making the government of
India a participant in the context of section 3(j); and talks of
reviewing section 3(k) in view of the growing number of Al in-
novations and suggests considering grant of patents linking
mathematical methods or algorithms to a tangible technical de-
vice.

All the above changes will aid patent applicants in secur-
ing a wider scope of subject matter protection in different fields
of inventions, if adopted. Overall, the mood prevailing across
the patent landscape in India is undeniably a positive one and
foreign applicants are looking at a jurisdiction which is making
steady and progressive steps in the right direction.
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How to protect
your industrial
designinthe
Philippines

and of
look at frequently
asked questions concerning the
application and protection of designs
in the Philippines

What is a design?
The Intellectual Property Code of the Philippines (IP Code)

or Republic Act 8293, as amended, defines an industrial de-
sign as any composition of lines or colours or any three-di-

mensional form, whether or not associated with lines or

colours, provided that such composition or form gives spe-

cial appearance to and can serve as pattern for an industrial
product or handicraft.

What are the requisites for registrability
of adesign?

To be registrable, an industrial design must be new or origi-

nal. The following are not registrable as industrial designs:
Those dictated essentially by technical or functional
considerations to obtain a technical result;

Those which are mere schemes of surface ornamenta-

tions existing separately from the industrial product or
handicraft; and

Those which are contrary to public order, health or
morals.
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Can graphical userinterfaces (GUIs) be
the subject of anindustrial design
application?

Yes, provided it meets the definition of a design, and com-
plies with the registrability requirements. There are no sep-
arate provisions relating to GUIs.

What type of examination is conducted
fordesigns?

The Intellectual Property Office of the Philippines
(IPOPHL) adopts an expeditious registration process for
designs and are therefore registered without substantive ex-
amination, provided that all formal requirements are com-
plied with, and all fees paid. Applicants, however, may
request for a registrability report from the IPOPHL to ben-
efit from the determination of novelty by the IPOPHL.

What is the degree of novelty required for
designs?

A design shall not be considered new if it forms part of prior
art. Prior art shall consist of everything made available to the
public anywhere in the world by means of a written or oral
disclosure, by use, or in any other way before the filing date
or priority date of the application. The disclosure of infor-
mation contained in the application during the six months
preceding the filing date or priority date of the application
shall not prejudice the applicant on the ground of lack of
novelty (Section 119, IP Code). An industrial design shall
not be considered new if it differs from prior designs only in
minor respects that can be mistaken as such prior designs by
an ordinary observer (Rule 1503, IRR).)

What s the procedure foracquiring a
design registration?

A non-resident applicant must appoint a Philippine attorney-
at-law or patent agent to prosecute his patent application be-
fore the IPOPHL.

To obtain a filing date, the patent application must con-
tain: (a) indications allowing the identity of the applicant to
be established; and (b) a representation of the article embody-
ing the industrial design or pictorial representation thereof.

The IPOPHL will conduct a formality examination of
the application, taking into consideration the following formal-
ity requirements: (a) whether it is one of those falling under
the non-registrable industrial designs; (b) contents of the re-
quest for the registration of an industrial design; (c) priority
documents, if with claim of convention priority; (d) proof of
authority, if the applicant is not the designer; (e) deed of as-
signment, if applicable; (f) payment of all fees; (g) signature
of the applicants; (h) identification of the designer; (i) con-
tents of the description; and (j) formal drawings.

As stated above, there is no substantive examination for
industrial designs. After formal examination, an industrial de-
sign application shall be published in the IPOPHL E-Gazette.
Within 30 days from the date of publication, any person may
present written adverse information concerning the registra-
bility of the industrial design including matters pertaining to
novelty while citing relevant prior art, which observations shall
be taken into consideration in deciding the registrability of the
design application.
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Where the application meets all
the formal requirements for registrabil-
ity and the IPOPHL does not receive
any adverse information after expiration
of the 30-day publication period, the
IPOPHL shall grant the registration of
the industrial design.

Are there any special
requirements forthe
drawingsinadesign
application?

Yes. In addition to the common rules
stipulated in the regulations for draw-
ings of utility models and industrial
designs, the drawings of an industrial
design must comprise a sufficient
number of views to constitute a com-
plete disclosure of the appearance of
the article.

When appropriate, surface shad-
ings must be made on the drawings to
show character or contour. Photographs
of the design may be submitted instead
of drawings. If colour is a material fea-
ture of the industrial design, the
colour(s) must be reproduced in the
drawings, or a statement must be made
providing the colour(s) claimed indicat-
ing the parts of the articles which in
such colour(s). Graphic representation
of industrial designs, such as computer-
aided drawings, may be accepted in lieu
of ink drawings.

Can one application
contain several designs?
Yes. One application may comprise
more than one embodiment of an in-
dustrial design. A number of articles
should be of substantially similar dom-
inant design features that are embod-
ied in a single design concept. They
must relate to the same subclass of the
international classification or to the
same set or composition of articles.

One application may cover a ‘set
of articles’ which is customarily sold or
used together as a set, provided that
each article has the same design or a sub-
stantially similar design. Where two or
more articles are used together as a set
of articles, the design of the set of arti-
cles may be protected as a design if the
set of articles constitutes a coordinated
whole.

What s the period of
protection for designs?

An industrial design registration shall
be valid five years from the filing date
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of the application and may be renewed
for two consecutive periods of five
years each, subject to the payment of
the renewal fee, hence a total of 15
years. Renewal of the design registra-
tion may be made by paying the re-
newal fee within 12 months preceding
the expiration of the period of registra-
tion. A grace period of six months after
the expiration date is allowed upon
payment of a surcharge.

How do youinvalidate a
designregistration? What
are the grounds for
invalidation?

Any person may file a petition before
the Bureau of Legal Affairs (BLA) of
the IPOPHL to cancel the industrial
design on any of the following
grounds: (a) if the subject matter is
not registrable within the terms of the
IP Code; (b) if the subject matter is
not new; and (c) if the subject matter
extends beyond the content of the ap-
plication as originally filed.

The invalidity of a design registra-
tion may also be raised as a defense
and/or counterclaim in an infringement
action which can be filed before the
IPOPHL as an administrative action, or
the regional trial court in a civil action.

How is design
infringement dealt with?
In determining design infringement,
the IPOPHL and the courts apply the
‘ordinary observer test’ In the said test,
the determination should be made by
‘observers of ordinary acuteness’ giv-
ing the ‘degree of observation’ that a
purchaser usually gives, as it is such
persons, not experts, ‘who are the prin-
cipal purchasers’ of such articles.
Only the design registrant or his
successors in interest may file a civil or
administrative action for infringement
to recover damages and secure an in-
junction. Infringement of an industrial
design registration is the making, using,
offering for sale, selling, or importing of
aregistered design, or the use of a regis-
tered design without the owner’s con-
sent.

Anyone who actively induces the infringement of an in-
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dustrial design or provides the infringer with a component of

a registered product, knowing it to be especially adopted for

infringing the registered design and not suitable for substantial
non-infringing use shall be liable as a contributory infringer
and shall be jointly and severally liable with the infringer.
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No damages can be recovered for
acts of infringement committed more
than four years before the institution of
the action for infringement. The court
may order the destruction of the in-
fringing product including the materials
and implements used in the infringe-
ment without compensation. Criminal
action is available for a repeat infringe-
ment, and the penalty is fine and impris-
onment.

What recent court
decisionsinvolving
industrial designs have
beenissued?

Caseone

Yatai International Corporation v Pana-
sonic Electric Works Co Ltd and Pana-
sonic Electric Works Sales Philippines
Corporation [Appeal No. 10-2018-
0003] — Decision issued on Decem-
ber 14 2020.

In 2009, Panasonic filed a com-
plaint for infringement of industrial de-
sign and damages against Yatai, alleging
that the appearance of the latter’s
OMNI-branded switches, particularly
switch model WWS 213-PK, was simi-
lar to Panasonic’s industrial design for
‘A Seesaw Switch, which was covered by
Registration No. 3-1997-12873. In its
defense, Yatai alleged that its OMNI
WWS-213 and WWS-213-PK switches
are covered and protected by Industrial
Design Registration No. 3-2004-
000767, issued in favour of Yatai’s pres-
ident; and that as such, they do not
infringe upon Panasonic’s industrial de-
sign registration.

The director of the BLA ruled in
favour of Panasonic, finding that Yatai’s
OMNI switches are “essentially the
same in appearance” to Panasonic’s in-
dustrial design. The director held that
Yatai’s acts of distributing and selling
these OMNI switches which are sub-
stantially similar to Panasonic’s Indus-
trial  Design  Registration  No.
3-1997-12873, without Panasonic’s
consent and authorisation, constitute
patent infringement. The director also
found Yatai liable for the payment of
temperate damages, attorney’s fees and
costs of litigation. On appeal, the Office
of the Director General (ODG) sus-
tained the decision of the BLA director,

in its decision issued on December 14 2020, but modified the

award of attorney’s fees. Yatai appealed the decision of the

ODG, where it is currently pending.
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Chrissie Ann L Barredo is a junior partner at
Hechanova Bugauy Vilchez & Andaya-Racadio.

Chrissie has over 15 years’ experience in IP law
which includes litigation involving patents,
trademark and design infringement and other
violations involving IPR filed before the IPOPHL,
the regular courts, and the appellate courts.

Chrissie is a certified patent agent and has
passed the PAQE, and is an alumna of the
South East Asia Patent Drafting Course (SEAD)
conducted by the Federation des Conseils en
Propriete Intellectuelle (FICPI), an international
organisation of patent and IP practitioners. She
obtained her bachelor’s degree in law from the
University of the Philippines, and a bachelor’s
degree in Science with @ major in management
information systems from the Ateneo de
Manila University.
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Casetwo

Alwin T Go v KPI Manufacturing Inc doing business under the
name and style of KeyLargo Car Accessories Center [ Appeal No.
14-2017-0001 / Title: A CAR MAT] — Decision dated De-
cember 19 2019.

KPI Manufacturing Inc (KPI) filed a petition for cancel-
lation of Industrial Design Registration No. 3-2014-000155 for
a car mat owned by Alwin T Go (Go), alleging that said design
is not novel as it forms part of the prior art, and that Go is not
the true and original designer of the car mat design subject of
industrial design registration. KPI claimed that it has imported
and sold car mats with similar designs since 2012 or before Go
filed his industrial design application in 2014.

In his defense, Go maintained that he is the true and orig-
inal designer of the car mat which he claimed to have created
using a specific computer programme. The adjudication officer
of the BLA denied the petition to cancel the industrial design
registration of the car mat and held that the industrial design
has not been anticipated by any prior art.

On appeal, the director of the BLA reversed the ruling of
the adjudicating officer and granted KPTs petition for cancel-
lation, finding that KPI submitted sufficient evidence to de-
stroy the novelty of Go’s industrial design. On appeal, the
ODG affirmed the decision of the director of the BLA ordering
the cancellation of Industrial Design Registration No. 3-2014-
000155 for the car mat.

Which pieces of legislation govern design

lawinthe Philippines?

«  The Intellectual Property Code of the Philippines (Re-
public Act 8293, as amended), and its Implementing
Rules and Regulations;

«  The Revised Implementing Rules and Regulations for
Patents, Utility Models and Industrial Designs, April
202011;

e A.M.No. 10-3-10-SC or the 2020 Revised Rules of Pro-
cedure for Intellectual Property Rights Cases (IPR
Rules), effective November 16 2020; and

«  Rules on Search and Seizure in Civil Actions, AM No.
02-1-06 SC, February 15 2002.

Are there any new legislations being
proposed involving design?

The current 18th Congress is deliberating on the proposed
revisions of the IP Code. For designs, there is a proposal to
transfer the registration responsibility and authority to the
Bureau of Trademarks. However, the requirements, rules, pe-
riod of protection, and remedies affecting designs have no
changes.
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Digital healthcare
patent
applications
grow in South
Korea

of
explains how the Korean Intellectual
Property Office has reacted to the
significant increase in patent
applications across the fields of
digital healthcare and biomarkers

ith the growing interest in Fourth Industrial

Revolution (4IR) technologies, the pace of

increase in relevant applications has been ac-

celerating. The related technologies, as cate-
gorised by the Korean Intellectual Property Office (KIPO),
cover eight technical fields: artificial intelligence (AI), big data
(BD), internet of things (IoT), biomarker (BM), digital health-
care (DH), intelligent robot (IR), autonomous driving (AV)
and 3D printing (3DP).

According to statistics released by the KIPO, the number
of patent applications relating to the 4IR technologies in 2020
showed a sharp increase over 2019, despite the disruptive im-
pact of COVID-19. In particular, patent applications in the
field of digital healthcare and biomarkers increased more than
30% over the past year, in contrast to a 3.3% increase in the
total number of patent applications in Korea.

In response to the convergence of cutting-edge tech-
nologies and the surge of 4IR technology applications, the
KIPO underwent restructuring and established the Conver-
gence Technology Examination Bureau to better examine
the relevant patent applications. Further, the KIPO re-
vamped its regulations for examining patent applications di-
rected to 4IR technologies and published revised Patent
Examination Guidelines for five key areas, including Al, IoT,
and biotechnology.

Exemplary casesillustratedin the
guidelines

In particular, the revised guidelines offer several illustrative,
hypothetical cases to help resolve ambiguities in the stan-
dards for determining patentability of inventions in the field
of digital healthcare, such as Al-based new drug develop-
ment, Al-based diagnostic methods, and biomarkers, as sum-
marised below.
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Case one: new drug candidates using computer
programs

One of the exemplary cases given in the new guidelines per-
tains to the patentability of an invention for developing a
new drug by using a computer program, as defined in the fol-
lowing claims:

Claim 1. A method of discovering a drug candidate, the

method comprising the steps of:

a)  determining, by a computer device, a disorder-to-order
transition region of a target protein using bioinformat-
ics;

b) selecting, by the computer device, first candidate com-
pounds capable of binding to the disorder-to-order
transition region from among a compound library by
performing molecular docking on the disorder-to-
order transition region in conjunction with a library of
specific compounds; and

“Patent applications in the field
of digital healthcare and
biomarkers increased more
than 30% over the past year, in
contrastto a 3.3% increasein
the total number of patent
applications.”

2015
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c) selecting, by the computer de-
vice, a second candidate com-
pound from among the first
candidate compounds by per-
forming a molecular dynamics
simulation for the first candidate
compounds and the disorder-to-
order transition region.

Claim 2. A compound discovered by
the method of claim 1, which is se-
lected from the compounds of Formu-
las 1 to 3 (Formulas omitted herein).

Claim 3. A pharmaceutical composi-
tion for inhibiting metastasis of stom-
ach cancer, comprising the compound
of claim 2.

In the above hypothetical case, the
inventive step would not be recognised
if the screening method of new drug
candidates uses a known computer pro-
gram or algorithm to search for the com-
pound and predict the actions thereof.

In addition, if the specification
merely discloses the interaction of a
new drug candidate with a target pro-
tein and the treatment effect for specific
diseases based on an in silico method
without confirming same with concrete
experiments, it would not be consid-
ered to satisfy the utility or description
requirement of the invention. As such,
even when searching for new drug can-
didates on a computer, it would be im-
portant to provide, in the specification,
experiments or data to corroborate that
the new substance actually binds to the
target protein and exhibits the treat-
ment effect.

Case two: digital diagnostic
method

Claim 1. A method of predicting the
susceptibility of a subject to gastric
cancer performed on a computer, com-
prising the steps of:

a) entering data of one or more gas-

tric cancer allele mutations pre-
sent in the subject into the
computer;

b) comparing said data with a com-

puter database comprising gas-

tric cancer allele mutations and
the gastric cancer information as-
sociated with the mutations; and

c) producing an indication for de-
termining whether the subject is
susceptible to gastric cancer,
based on the comparison.
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Se Jeong Son is a Korean patent attorney and
partner at FirstLaw. She has actively been in-
volved in patent prosecution, IP trials and litiga-
tions and opinion work in the fields of
pharmaceuticals, biotechnology and chemicals.

Se Jeong has worked on several landmark patent
cases including invalidation trials and scope con-
firmation trials on behalf of multinational or do-
mestic pharmaceutical companies. She has also
successfully handled works regarding patent-ap-
proval linkage. As a leader of a team of profes-
sionals who primarily handle the cases of the
firm’s Japanese bio/pharma clients, she has
given a lot of lectures in Japan to share her ex-
pertise in the relevant fields. Having established
close and trusted working relationships, she pro-
vides customised services for Japanese clients.

Se Jeong graduated from Seoul National Uni-
versity, college of pharmacy and received a
LLM degree from University of Southern Cali-
fornia, Gould School of Law.
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In Korean patent practice, a method for treating or diag-
nosing a human being is unpatentable for lack of industrial ap-
plicability. However, if a diagnostic method neither involves a
clinical decision nor includes any step directly involving or af-
fecting the human body, such a method would be deemed in-
dustrially applicable. As such, a method with steps relating to
information processing technologies performed on a computer
would be eligible for a patent.

The problem of patent eligibility may also be solved by
claiming the diagnostic method as ‘a method of providing in-
formation’ Diagnostic methods exemplifying such claims in
the Patent Examination Guidelines include “a method of pre-
dicting a cancer or providing information for cancer prediction
by conducting AI algorithms on medical devices” and “a
method of providing information for cancer diagnosis using an
x-ray diagnostic device, comprising the steps of removing
noises from x-ray images by a pre-treatment module and ex-
tracting the information for cancer diagnosis from the x-ray im-
ages by an Al module.”

Case three: biomarkers
Claim 1. A biomarker for predicting symptoms of Kawasaki
disease, comprising polynucleotides which contain at least

one polymorphism selected from the group consisting of
rs2290692, rs28493229 and rs10420685.

Claim 2. A composition for predicting symptoms of
Kawasaki disease, comprising polynucleotides which con-
tain a polymorphism consisting of rs2290692, rs28493229
or rs10420685, or a combination thereof.

A claim reciting a biomarker limited by its medicinal use
would be interpreted as claiming the substance itself, regardless
ofits use. In this regard, a claim for a biomarker is recommended
to be written in the form of a composition claim or a kit claim,
while being careful not to violate the unity of invention.

Taking the above case, as exemplified in the guidelines, if
there is no common sequence or structural similarity among
the polynucleotides, analysing the polynucleotides to detect
certain diseases would not be regarded as a common technical
feature that can be considered as an improvement over the
prior art. Therefore, in order to satisfy the unity requirement,
it would be desirable not to define the biomarkers in the form
of a Markush group, but to list them individually, as shown in
claim 2 of the above case.

Examination system for digital healthcare
In addition to the revision of the Patent Examination Guide-
lines, the KIPO made the following changes to support and fa-
cilitate the examination of digital healthcare applications:

o Applications for personalised medicines and innovative
new drugs are subject to expedited examination. Such ex-
pedited examination would secure a patent right in about
five and a half months, which is more than 10 months
shorter than the average period for regular examination.

«  As for convergence technologies, a joint examination
would be conducted by a panel of three examiners, rep-
resenting each sector. Since the establishment of the Con-
vergence Technology Examination Bureau in November
2019 until April of 2021, 16.8% of the total cases exam-
ined went through the joint examination.
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THAILAND X

Madrid filings
vdirect
applications:
The route to go?

and
of
discuss the pros and cons
of filing new trademark applications
in Thailand via Madrid compared to
direct filings

hailand acceded to the Madrid Protocol and offi-

cially became a signatory in November 2017. Since

then, international filings designating Thailand have

steadily increased, so much so that as of August 20
2021, a total of 32,546 applications filed in Thailand have been
through the Madrid route.

As per the latest figures retrieved from the Thai Trade-

mark Office, the number of applications filed in Thailand using

Madrid Protocol has led to a surge in the total number of ap-

plications filed in combination with the applications filed di-
rectly at the Trademark Office.

As Thailand gears up to celebrate its fourth anniversary
of joining the Madrid system this year, it is easy to see that
rights owners have in general greatly benefitted from it so far.
It is not difficult to guess why Madrid Protocol has been such
a success.

The centralised Madrid system offers a one-stop solution
to the rights owners to manage their entire trademark portfolio,
obvious advantages in terms of reduced filing costs for the ap-
plicants who wish to designate multiple jurisdictions by filing
a single international application through their country of ori-
gin and in general is more convenient.

However, while acknowledging the plethora of benefits
Madrid system has bestowed on the trademark owners, when
considering the Thai trademark regime and examination prac-
tice which is prone to change without notice and heavily de-
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Time period International applications designating Thailand
HAR 241 Z35E L-ERHEEG K

November 7 2017 — December 31 2018 6,094

2017€1187H ~ 2018%F12831H

January 12019 - December 31 2019 9,644

2019 1H1H ~ 2019%12H31H

January 12020 - December 31 2020 9,033

20201H1H ~ 2020%12H31H

January 12021 - August 20 2021 7,775

20214181H ~ 20215%8H20H

Year Total applications filed in Thailand

& 24 TRE SN -AFHEREGE

2017 L2711

2018 47,246

2019 48,182

2020 47,064

pendent on individual examiner’s discretion, it is imperative to X1 ’dz IEELTCEEHEISC LD, &
examine if using Madrid route is indeed the most viable option :g) HRITAEEMRED H 5B IRFBDTL &
to obtain protection in Thailand, filing cost advantages aside. SHh?

Weighing the pros and cons of choosing the international
route while designating Thailand will give the trademark ap-
plicants much needed clarity on the best way to proceed in the
future, so that their rights in the trademark for the goods and
services are secured and can be enforced in a dispute without
complications.

Isfiling aninternational application
designating Thailand the most viable
option?

In order to examine the international applications forwarded
to the Thai Trademark Office through WIPO, the Depart-
ment of Intellectual Property (DIP) has established a
Madrid Application Receiving Office within the Trademark
Office.

The examiners, who earlier had the experience of only ex-
amining direct applications filed by the local agents, have now
been tasked with examining the international applications as
per the usual procedures under Thai trademark law. The in-
crease in Madrid filings on yearly basis has unfortunately not
been matched with the increase in number of examiners ap-
pointed to examine the applications thoroughly.

WIPOER TH A BEIERICEE TN ZERHEZ S
BT330I FMWEHER (LT TDIP) & W5)
I BERRNICY Ry REBEREREZREL T
WEd, ENETIIHEREBLEBDODDAEE
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Ft Ao

RAIZWIPOICX T2 ZFDOHEEICE L. 180 BURA
ICIREZRDZHD. TN TENERITTSC
EREBBEHMITENTHED, CODEHZELDIFZE.
HEEE IIEIERI S TENERITERS £TIC16
~18HBEFLARITNIIED £H A

EEEIE. EROBEEICEDVWTZOERIEDETRA
Bt BamPY—EXDAROBRRUEZEELF
TH ERICIZEDE@RP T —EXDKIEENEHHE
ICKBITNTARITNUIES T BAELTWED,
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Thailand is obliged to grant pro-
tection or issue a refusal rejecting the ap-
plication to WIPO within 18 months,
thus in many cases the applicants have
to wait for 16-18 months to receive a
notification of refusal from the Trade-
mark Office.

The Trademark Office examines
the registrability of the trademarks as well
as acceptability of the specification of
goods and services based on local prac-
tices, which provide that each item of a
good or service must be clearly separated
and the items must not be vague or broad.
As result, in our experience, a majority of
the international applications filed face at
least one provisional refusal on grounds
of amendment of the specification.

Under the present examination
practice on specification related refusals,
if a provisional refusal is issued for only
some of the items and the applicant does
not file a response within 90 days from
the date of issuance of the refusal, the ap-
plication will not proceed further with
the non-objected items automatically.

Instead, the registrar will issue a
‘confirmation of total provisional re-
fusal’ giving the applicant a second op-
portunity to amend the objected items.
There is no prescribed time period for
issuing the ‘confirmation of total provi-
sional refusal, making the prosecution
considerably slower.

If, after receiving the ‘confirmation
of total provisional refusal’ the applicant
does not file a response within 90 days
from the date of such receipt, the ‘con-
firmation of total provisional refusal’
shall be final, and the application will
be deemed abandoned by the applicant.
Thus, upon receiving the ‘confirmation
of total provisional refusal) the applicant
must appoint a local representative to re-
spond to the notification.

Since the translations of the speci-
fications are often prepared without any
expert guidance, the trademark appli-
cants have no way of knowing or check-
ing the correctness of the specification
recorded in the Thai language. Legally

speaking, it is not possible to amend the

THAILAND X

Kritsana
Mingtongkhum

Partner
Satyapon & Partners
T. +66 02 254 8858
E: satyapon(@®satyapon.com

Kritsana Mingtongkhum is a partner at
Satyapon & Partners and heads the trademark
and litigation departments, overseeing enor-
mous volumes of trademark prosecution, en-
forcement and litigation matters.

Kritsana's reputation in the IP industry has
been growing exponentially; he was recently
elected by his peers to a second term on the
ASEAN IPA Thailand Committee, and now
elected to serve on the APAA committees as a
member of the APAA Trademark committee.

After many uears of volunteer service to the In-
tellectual Property Association of Thailand
(IPAT), Kritsana has now been appointed Gen-
eral Secretary of the organisation.

KritsanaEci&. Satyapon & Partners Ltd.d/Y— b
F—THD. BEEPIS LUOHFDRIPFIOFEEEL L
T BRGHOEIERD. BT, BLURLEHZ
BEELTWVWET, IPHIEZERICET BKritsanak
DOFHISRERICAELTWVWET, HiId&iO. B
fth#1IC & o TASEAN IPAR 1 ZE R D2HAB I15EH
TN, APAATSIZEZE R D X >V /N\— ¢ L TAPAAZRE
ROEBISGBHEINE L, Ffoo 2 MIMNEER
£ (IPAT) COREDRS > T+ T3EBER T,
Kritsana G ER7E. MBOBHERICHMEITZ &
ICBbFE LT

specifications of goods and services due to incorrect translation

from English to Thai language after the mark is registered. A
mistranslation of any item may adversely affect the registrant’s
rights in the event of a trademark dispute or infringement, be-
cause the scope of rights in a registered trademark pursuant to
Section 44 of the Trademark Act are extended only to the
goods or services exactly as listed under the registration in the

Thai language. Therefore, it becomes imperative that the reg-
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istrant is aware what exactly the trade-
mark is registered for without any ambi-
guity.

Lastly, for a multi-class application,
there is no provision to split or divide
multi-class application in case of refusal
or opposition. If there is an office action
or opposition for one or more classes,
the entire application will be delayed. If
the applicant wants the remaining
classes to proceed first, the problematic

class(es) must be withdrawn.

Do direct national filings
offera better alternative?
Applications filed directly at the Thai
Trademark Office through the local
agents receive their first office actions
usually within 10-12 months from the
filing date, considerably faster than the
time period of receiving provisional re-
fusal for Madrid applications.

Applicants opting for direct filings
also have the advantage of relying on the
local agents for the continuous monitor-
ing and expedition of their applications,
which is not available for Madrid applica-
tions, as in the latter, the applicants must
wait until a provisional refusal is issued
and usually have no way to request accel-
eration of examination of the application.

The DIP has made remarkable im-
provements in the trademark examina-
tion practice recently, introducing
several policies to expedite the registra-
tion process of new trademark applica-
tions. The most prominent one is the
fast-track system, aimed to reduce the ex-
amination time period for new applica-
tions. In order to avail fast-track system,
the trademark applicants must comply
with the following conditions:

o There are less than 10 items of
goods or services under the appli-
cation;

o The description of goods or ser-
vices is in accordance with the
Thai classification practice; and

o There is no amendment applica-
tion for change of proprietor de-
tails such as name or address
change, assignment or inheri-
tance, or application based on ac-
quired distinctiveness at the time
of filing the application.

If the trademark applicants comply with these require-

THAILAND 2

Shantanu
Ajit Tambe

Senior associate
Satyapon & Partners
T:+66 02 254 8858
E: satyapon@satyapon.com

Shantanu Ajit Tambe is a senior assaciate at
Satyapon & Partners.

Shantanu has more than six years of experi-
ence in advising clients on brand creation and
protection strategies, managing brand portfo-
lios, IP acquisitions and IP licensing. He mainly
oversees the firm’s outgoing trademark and
copyright prosecution, litigation and enforce-
ment matters abroad including in India, China
and ASEAN region.

An integral part of the firm'’s business develop-
ment group, Shantanu has a broad, hands-on-
knowledge of various IP issues, with particular
expertise in trademark, copyright and domain
names and frequently liaises with international
clients on these matters.

Satyapon & Partners Ltd., D> =7 « 7V I A b
THBShantanukld. 735 > ROALE L REDE
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TEEELTVWEY, ShantanuKid. EHtoEY
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ments, new applications directly filed at the Thai Trademark

Office are expected to mature to registration in around 10-14
months from the filing date, significantly faster than the current
time period for Madrid applications. The first examination re- 39
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THAILAND X

port under the fast-track system is issued within six months
from the filing date, as opposed to the 18-month period for in-
ternational applications filed via the Madrid system.

Directly filed applications through local agents also have
the significant advantage of a pre-filing review of the designated
specification to ensure it complies with the latest classification
practice. Expert guidance on accurate description of goods or
services in the native language before the application is filed pro-
vides the applicant vital information about the scope of their
rights and the opportunity to make changes in the description
to cover their goods or services of interest in the best possible
way before the application is actually filed, which can possibly
end up in saving costs during the prosecution stage. Post-regis-
tration, a clear description of goods also helps in enforcement
of rights in the event of a dispute or infringement.

In conclusion, while the Madrid filings and direct appli-
cations both offer their own distinct advantages, when select-
ing Thailand as the designated jurisdiction to obtain trademark
protection, it is critical that the applicants be aware of the ben-
efits of choosing either option, and the risks associated thereto.
Doing so will help the applicants efficiently plan their brand
protection strategy in the best possible manner.
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RANKINGS

Top firms for patent work

Managing Intellectual Property is delighted to publish the
IP Stars 2021 rankings of the leading firms for selected juris-
dictions. This is the results from the research for IP Stars
2021, which started in September 2020. The rankings over
the following pages cover 13 selected jurisdictions. For the
full list covering over 70 jurisdictions, please visit
ipstars.com.

Ipstars.com is a searchable website with news and analysis
on firms and individuals practising IP. Bookmark it and
check back regularly for the latest updates on the ranked
firms and this year’s research.

IPSTARS is not a directory of all firms offering IP services
and therefore many firms, including those that participated

in research, have not been listed.

Congratulations to all the firms listed this year.

Methodology

These rankings are based on information available at the
time the research was completed (January 2021). The re-
search was conducted rigorously and impartially by our team
of researchers in London, New York and Hong Kong. No
firm can pay to be included or to influence the results, and
there is no fee to pay to participate in the research.

Each year our research analysts obtain information from
thousands of firms, IP practitioners and their clients through
interviews, email and online surveys. Before compiling the
rankings, our research analysts also conducted their own in-
dependent research, including an analysis of publicly avail-
able information (such as court or IP office data) and
existing data we hold on firms. The aspects assessed for the
firm rankings include expertise, workload, market reputa-
tion/record, outcomes achieved for clients, and unique
strengths in a given practice area. Judgments about which
firms to include in the rankings, and which tier and practice
area they should be in, take account of all this
information. This makes IP STARS the most comprehensive
and authoritative survey of the IP legal market yet published.

42

Firms are ranked alphabetically in tiers, or as highly recom-
mended or recommended. The total number of firms listed
varies from jurisdiction to jurisdiction. For most jurisdic-
tions, the rankings are split into prosecution and contentious
work. However, in smaller jurisdictions we evaluated and
ranked firms for their IP practice as a whole.

Except for name changes, any subsequent developments or
information that could influence our rankings will be con-
sidered during the research for the 2022 edition of IP
STARS, which starts in September 2021. For the avoidance
of doubt, the tables do not suggest or indicate that the IP ex-
pertise or services of the listed firms are limited to the prac-
tice area in question. Managing IP does not recommend or
endorse any particular firm for IP work. IP STARS rankings
are subject to change each year. Visit ipstars.com to learn
more about our research.
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CHINA (DOMESTIC FIRMS)
PATENT CONTENTIOUS PATENT PROSECUTION
TIERL TIER3 TIER1 TIER3
Fangda Partners AFD China Intellectual Property CCPIT Patent and Trademark AFD China Intellectual Property
King & Wood Mallesons Law Office Law Office Law Office
Lifang & Partners Han Kun Law Offices China Patent Agent (HK) Beijing East IP
JunHe King & Wood Mallesons Beijing Sanyou Intellectual
TIER2 Kangxin Partners Liu Shen & Associates Property Agency
CCPIT Patent and Trademark Lung Tin Intellectual Property China Sinda Intellectual Property
Law Office Agent TIER2 Jeekai & Partners
China Patent Agent (HK) NTD Intellectual Property China Science Patent & Kangxin Partners
LexField Law Offices Attorneys Trademark Agent Lung Tin Intellectual Property
Liu Shen & Associates Zhong Lun Law Firm NTD Intellectual Property Agent
Unitalen Attorneys at Law Zhongzi Law Office Attorneys Shanghai Patent & Trademark
Wanhuida Intellectual Property ZY Partners Unitalen Attarneus at Law Law Office
Zhongzi Law Office Wanhuida Intellectual Property
OTHER NOTABLE FIRMS
An Tian Zhang & Partners OTHER NOTABLE FIRMS
AnJie Law Firm Advance China IP Law Office
Chang Tsi & Partners Chang Tsi & Partners
Jeekai & Partners Han Kun Law Offices
Jincheng Tongda & Neal
Watson & Band
I T |

AFD China Intellectual Property Law Office
TERGEFERMRFEFRREFRLA>A

AFD China Intellectual Property is a top-tier
privately-owned IP firm in China. We have
over 250 people working in our Beijing Office.
Two third of them are IP practitioners including
patent attorneys, trademark attorneys, and

attorneys-at-law. We also have a client-sup-
porting team including several U.S. patent
agents located in Washington, U.S.A.

Utility Model

We provide services to clients worldwide in all

areas of intellectual property law, including
patents, trademarks, copyrights, unfair
competition, trade secrets, domain names,
licensing, and other legal areas dealing with
technology and IP.

Litigation
& Other Services

Head Office: Golden Towers, Tower B, 21st Fl.,
38 Xueqing Road, Beijing 100083, China

Tel: +86 10 8273 0790

Fax: +86 10 8273 0820
Email: afdbj@afdip.com
Website: www.afdip.com

WWW.MANAGINGIP.COM



RANKINGS S >F >

CHINA (FOREIGN FIRMS)

FRANCE

PATENT PATENT CONTENTIOUS PATENT PROSECUTION
TIER1 TIER1 TIERL
Bird & Bird Allen & Overy Cabinet Beau de Lomeénie
Orrick Herrington & Sutcliffe August Debouzy Lavoix
Bird & Bird Plasseraud IP
TIER2 Duclos Thorne Mollet-Viéville & Regimbeau
Baker McKenzie FenXun Associés (DTMV) Santarelli
DLA Piper Cide Lourette Nouel TIER 2
Jones Day Houng Rokh Monegier Véron Casalonga
Rouse (Lusheng Law Firm) TIER 2 Germain & Maureau
Armengaud Guerlain Marks & Clerk
TIER3 Casalonga TIER 3
AWA Cousin & Associés Brevalex
Deacons Hogan Lovells Gevers
Finnegan Henderson Farabow Garrett & Dunner Jones Day IPSIDE
Hogan Lovells Schertenleib Avocats LLR
Spruson & Ferguson TIER 3 Nony
abello Novagraaf
OTHER NOTABLE FIRMS Bardehle Pagenberg
Gowling WLG Linklaters

Morgan Lewis & Bockius
Norton Rose Fulbright
Ropes & Gray

Simmons & Simmons

Simmons & Simmons
Szleper Henry Avocats
OTHER NOTABLE FIRMS
Dentons

Pinsent Masons

Reed Smith

Trusted in-house intelligence
for over three decades.

Law firms need practical information when
advising their clients; not reactionary or

news-focused, but informed and actionable.

What keeps in-house

counsel awake at night?

Find out more

www.managingip.com

Get unlimited seven-day access simply visit
www.managingip.com or contact Tolu Babalola,
tolu.babalola@euromoneyplc.com | + 44 (0) 20 7779 8165

JAPANESE BUYERS GUIDE 2021



GERMANY

RANKINGS S >F >

PATENT CONTENTIOUS PATENT CONTENTIOUS

(LAW FIRMS) (PATENT & TRADEMARK
ATTORNEY FIRMS)

TIER1 TIER3

Bird & Bird Allen & Overy TIER1

Hogan Lovells Gleiss Lutz Bardehle Pagenberg

Houng Rokh Monegier Jones Day df mp (Dorries Frank Molnia & Pohlman)

Klaka \Vossius & Partner
TIER2

Arnold Ruess

OTHER NOTABLE FIRMS

TIER2

Freshfields Bruckhaus Deringer Ampersand Cohausz & Florack
Kather Augenstein Baker McKenzie EisenfUhr Speiser
Krieger Mes & Graf van der Groeben CBH Grunecker

Preu Bohlig & Partner DLA Piper Hoffmann Eitle

Quinn Emanuel Urquhart & Sullivan EIP Maikowski & Ninnemann
Rospatt Osten Pross Hengeler Mueller Maiwald

Taulor Wessing Simmons & Simmons

Wildanger Kehrwald Graf von Schwerin & TIER3

Partner

GERMANY

Boehmert & Boehmert

Isenbruck Bosl Horschler

Konig Szynka Tilmann von Renesse
Meissner Bolte

OTHER NOTABLE FIRMS
Braun-Dullaeus Pannen Emmerling
Samson & Partner

Ter Meer Steinmeister & Partner
Wallinger Ricker Schlotter Tostmann
Wuesthoff & Wuesthoff

PATENT PROSECUTION PATENT CONTENTIOUS PATENT PROSECUTION
TIER1 TIER3 TIER1 TIER1
Boehmert & Boehmert Cohausz & Florack Anand and Anand Anand and Anand
Griinecker df mp (Dorries Frank Molnia & Remfry & Sagar K &S Partners
Hoffrmann Eitle Pohlman) Singh & Singh Lakshmikumaran & Sridharan
Maiwald Dompatent von Kreisler Remfry & Sagar
Vossius & Partner Kanig Szynka Tilmann van TIER2 RK Dewan & Co
Renesse K &S Partners S Majumdar & Co
TIER2 Kuhnen & Wacker Lakshmikumaran & Sridharan
Bardehle Pagenberg Maikowski & Ninnemann S Majumdar & Co TIER2

Eisenflhr Speiser

Manitz Finsterwald

Saikrishna & Associates

Krishna & Saurastri Associates

Isenbruck Bosl Horschler

Viering Jentschura & Partner

Rahul Chaudhry & Partners

Meissner Bolte Weickmann & Weickmann TIER3 Subramaniam & Assaociates
Samson & Partner Inttl Advocare
Uexkdill & Stolberg OTHER NOTABLE FIRMS Khaitan & Co TIER3
Wuesthoff & Wuesthoff Dreiss Krishna & Saurastri Associates Chadha & Chadha
Kraus & Weisert Lall & Sethi De Penning & De Penning
Lederer & Keller Obhan & Associates Kan & Krishme
Michalski Hittermann & Rahul Chaudhry & Partners LexOrbis
Partner RK Dewan & Co Obhan & Associates
Ter Meer Steinmeister &
Partner OTHER NOTABLE FIRMS

Witte Weller & Partner
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INDONESIA

RANKINGS S >F >

MALAYSIA

PATENT PATENT CONTENTIOUS PATENT PROSECUTION
TIER1 TIER1 TIER1
Hadiputranto Hadinoto & Partners Shearn Delamore & Co Henry Goh & Co
Rouse (in association with Suryomurcito & Co) Skrine Marks & Clerk
\Wong & Partners (Baker Shearn Delamore & Co
TIER2 McKenzie) Skrine
Am Badar & Am Badar
Januar Jahja & Partners TIER2 TIER2
K&K Advocates Wong Jin Nee & Teo Advanz Fidelis IP
Tilleke & Gibbins Zaid Ibrahim & Co KASS International
Wong & Partners (Baker
TIER3 TIER3 McKenzie)
AMR Partnership Chooi & Company + Cheang & Zaid Ibrahim & Co
Biro Oktroi Roosseno Ariff
SKC Law Christopher & Lee Ong TIER3
Rahmat Lim & Partners Mirandah Asia
OTHER NOTABLE FIRMS Raja Darrul & Loh Rahmat Lim & Partners

FAIP Advocates & IP Counsels

Shook Lin & Bok

Wong Jin Nee & Teo

Spruson & Ferguson

Tay & Partners

MEXICO

OTHER NOTABLE FIRMS

OTHER NOTABLE FIRMS

Pintas Consulting Group

Lee Hishammuddin Allen &
Gledhill
Ram Caroline Sha & Suah

Tay & Partners

NETHERLANDS

PATENT CONTENTIOUS PATENT PROSECUTION PATENT CONTENTIOUS PATENT PROSECUTION
TIERL TIERL TIERL TIERL
Arochi & Lindner Arochi & Lindner Brinkhof Arnold & Siedsma
Basham Ringe y Correa Becerril Coca & Becerril Houng Rokh Monegier De Vries & Metman
OLIVARES OLIVARES NLO
Uhthoff Gomez Vega & Uhthoff TIER2 VO
TIER2 Bird & Bird
Becerril Coca & Becerril TIER2 De Brauw Blackstone TIER2
Calderon & De La Sierra Basham Ringe y Correa Westbroek AOMB
Uhthoff Gomez Vega & Uhthoff  Calderon & De La Sierra Freshfields Bruckhaus Deringer  EP&C
Dumont Hogan Lovells
TIER3 Simmons & Simmons TIER3
Dumont TIER3 Taulor Wessing Patentwerk
Goodrich Riguelme y Asociados  AVA \Vondst Vriesendorp & Gaade
Muggenburg Gorches y ClarkeModet
Peralosa Goodrich Riguelme y Asociados TIER3
Mendez + Cortes BarentsKrans
OTHER NOTABLE FIRMS Panamericana de Patentes y DLA Piper
AVA Marcas
Bufete Soni OTHER NOTABLE FIRMS
Santamarina y Steta OTHER NOTABLE FIRMS NautaDutilh
TMI Abogados Baker McKenzie \Van Doarne

C&L Attorneys

Herrero & Asociados (H&A)

Iberbrand

Santamarina y Steta

TMI Abogados
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RANKINGS S >F >

PHILIPPINES

SINGAPORE

PATENT PATENT CONTENTIOUS PATENT PROSECUTION
TIERL TIERL TIER1
ACCRALAW Allen & Gledhill Marks & Clerk
Sapalo Velez Bundang & Bulilan Bird & Bird ATMD Spruson & Ferguson
SyCip Salazar Hernandez & Gatmaitan Dentons Roduk & Davidson Viering Jentschura & Partner
Drew & Napier
TIER2 TIER2
Castillo Laman Tan Pantaleon & San Jose TIER2 Allen & Gledhill
EB Astudillo & Assaciates Amica Law Amica Law
Federis & Associates Rajah & Tann Donaldson & Burkinshaw
Quisumbing Torres Ravindran Associates Drew & Napier
Romulo Mabanta Buenaventura Sayoc & De Los Angeles
TIER3 TIER3
TIER3 Baker McKenzie Wong & Leow  Baker McKenzie Wong & Leow
Bengzon Negre Untalan Lee & Lee Bird & Bird ATMD
Cruz Marcelo & Tenefrancia Mirandah Law Davies Collison Cave
Hechanova Group Dentons Roduk & Davidson
Ortega Bacorro Odulio Calma & Carbaonell OTHER NOTABLE FIRMS McLaughlin IP

Shook Lin & Bok

OTHER NOTABLE FIRMS

Cesar C Cruz & Partners

Zobella & Co

OTHER NOTABLE FIRMS
Mirandah Asia

Trusted in-house intelligence

for over three decades.

Law firms need practical information
when advising their clients; not
reactionary or news-focused, but

informed and actionable.

What keeps in-house counsel

awake at night?

Find out more

www.managingip.com

Get unlimited seven-day access simply visit www.managingip.com or contact Tolu Babalola,

tolu.babalola@euromoneyplc.com | + 44 (0) 20 7779 8165

WWW.MANAGINGIP.COM



RANKINGS S >F >

SOUTH KOREA THAILAND

PATENT CONTENTIOUS PATENT PROSECUTION PATENT
TIER1 TIERL TIER1
Bae Kim & Lee FirstLaw PC Baker McKenzie
Kim & Chang Kim & Chang Domnern Somgiat & Boonma
Lee &Ko YP Lee Mock & Partners Tilleke & Gibbins
TIER2 TIER2 TIER2
Shin & Kim Bae Kim & Lee Rouse
Yoon & Yang Koreana Patent Firm Satyapon & Partners
Yulchon Lee International IP & Law
NAM & NAM TIER3
TIER3 You Me Patent & Law Firm Ananda Intellectual Property
Darae Law & IP Firm LawPlus
FirstLaw PC TIER3 S&l International Bangkok
Lee International IP & Law AIP Patent & Law Firm ZICOIP
Darae Law & IP Firm
OTHER NOTABLE FIRMS KBK & Associates OTHER NOTABLE FIRMS
AIP Patent & Law Firm Lee &Ko Dej-Udom & Associates
You Me Patent & Law Firm Muhann Patent & Law Firm SCL Nishimura
YP Lee Mock & Partners Spruson & Ferguson

OTHER NOTABLE FIRMS

Hanol IP & Law

Yoon & Lee International Patent
& Law Firm

Yoon & Yang

UNITED KINGDOM (ENGLAND)

PATENT CONTENTIOUS

PATENT PROSECUTION

TIERL TIER3 TIERL TIER3
Allen & Overy Kirkland & Ellis Boult Wade Tennant Abel & Imray
Bird & Bird Osborne Clarke Carpmaels & Ransford Appleyard Lees
Bristows WilmerHale DYoung & Co Barker Brettell
Hogan Lovells Dehns EIP
Powell Gilbert OTHER NOTABLE FIRMS JAKemp Elkington + Fife
Taylor Wessing Baker McKenzie Kilburn & Strode Farresters
CMS Mewburn Ellis Keltie

TIER2 Dentons Potter Clarkson
Carpmaels & Ransford Fieldfisher OTHER NOTABLE FIRMS
EIP Freshfields Bruckhaus Deringer TIER2 AAThornton
Gowling WLG HGF Law Gill Jennings & Every Beck Greener
Herbert Smith Freehills Linklaters Haseltine Lake Kempner Cleveland Scott York
Marks & Clerk Law Mishcon de Reya HGF Murgitroud
Pinsent Masons Potter Clarkson Marks & Clerk Page White and Farrer
Simmons & Simmons Wiggin Mathys & Squire UDL Intellectual Property

Maucher Jenkins Wilson Gunn

Reddie & Grose

Venner Shipley

Withers & Rogers
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UNITED STATES

RANKINGS S >F >

PATENT CONTENTIOUS

PATENT PROSECUTION

PTAB LITIGATION

TIER1

TIER1

TIER1

Desmarais

Finnegan Henderson Farabow Garrett &

Finnegan Henderson Farabow Garrett &
Dunner

Finnegan Henderson Farabow Garrett &
Dunner

Dunner Fish & Richardson Fish & Richardson
Fish & Richardson Knobbe Martens Haynes and Boone
Gibson Dunn & Crutcher Sterne Kessler Goldstein & Fox Paul Hastings
Kirkland & Ellis Sterne Kessler Goldstein & Fox
Latham & Watkins TIER2 WilmerHale
Quinn Emanuel Urquhart & Sullivan Fenwick & West
WilmerHale Foley & Lardner TIER2
Kilpatrick Townsend & Stockton Baker Botts
TIER2 Oblon McClelland Maier & Neustadt Cooley
Cooley Schwegman Lundberg & Woessner Kirkland & Ellis
Covington & Burling Venable Knobbe Martens
Durie Tangri Perkins Coie
Irell & Manella TIER3 Quinn Emanuel Urquhart & Sullivan
Jones Day Banner Witcoff Ropes & Gray
Keker Van Nest & Peters Bookoff McAndrews Weil Gotshal & Manges
McKool Smith Choate Hall & Stewart
Morrison & Foerster Cooley TIER3
Orrick Herrington & Sutcliffe Harness Dickey & Pierce Alston & Bird
Paul Hastings Haynes and Boane Banner Witcoff

Paul Weiss Rifkind Wharton & Garrison

Hunton Andrews Kurth

Foley & Lardner

Sidley Austin

Leydig Voit & Mauer

Hunton Andrews Kurth

Susman Godfrey

Marshall Gerstein & Borun

Irell & Manella

Weil Gotshal & Manges

McDermott Will & Emery

Kilpatrick Townsend & Stockton

Williams & Connolly Merchant & Gould Mauyer Brown
Winston & Strawn Morrison & Foerster McAndrews Held & Malloy
Perkins Coie Morgan Lewis & Bockius
TIER3 Pillsbury Winthrop Shaw Pittman Oblon McClelland Maier & Neustadt
Alston & Bird Rothwell Figg Ernst & Manbeck Robins Kaplan
Arnold & Porter Wolf Greenfield & Sacks Sidley Austin
Baker Botts Womble Bond Dickinson VVenable
DLA Piper Wilson Sonsini Goadrich & Rosati
Goodwin Procter Wolf Greenfield & Sacks
Hogan Lovells
Kilpatrick Townsend & Stockton
King & Spalding
Knobbe Martens
Mauyer Brown
McDermott Will & Emery
Perkins Coie
Ropes & Gray
Venable
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VIETNAM

PATENT

RANKINGS S >F >

TIER1

Pham & Associates

Tilleke & Gibbins

Vision & Associates

Trusted in-house intelligence

TIER2

for over three decades.

D&N International

Investip

Law firms need practical information when

TIER3

advising their clients; not reactionary or

Ageless

news-focused, but informed and actionable.

Annam IP & Law

Baker McKenzie

Banca

What keeps in-house

Rouse

counsel awake at night?

Winco

Find out more

OTHER NOTABLE FIRMS

www.managingip.com

LégLé

VCCl - IP

Get unlimited seven-day access simply visit
www.managingip.com or contact Tolu Babalola,
tolu.babalola@euromoneyplc.com | + 44 (0) 20 7779 8165
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AUSTRALIA

Davies Collison Cave

Address: Level 15, 1 Nicholson Street, Melbourne VIC 3000

Tel: +61 3 9254 2777

Fax: +61 3 9254 2770

Email: mail@dcc.com (English, for instructions or urgent enquiries)
JPmail@dcc.com (Japanese, for general enquiries only)

Website: https:/dcc.com

Contact: Michael Wolnizer — Group Managing Principal

No of partners: 43
Total no of attorneys and lawyers: Over 100
Languages spoken: English; Japanese; Mandarin

Main area of practice: IP

With a history that spans more than 140 years, Davies Collison

Cave (DCC) are leaders in Intellectual Property in the Asia Pacific

region. Practice areas include:

- Patent drafting, prosecution and counselling

- Trade mark filing, prosecution and counselling

- Design filing, prosecution and counselling

- Patent, trade mark and designs oppositions

- Legal services including: IP litigation and commercialisation;
technology, media and telecommunications (TMT) advice; and
privacy and data protection advice.

Our trademark practice

Our experienced attorneys work closely together to offer a full range
of trade mark services including expert advice in search analysis,
preparing and filing trade mark and domain name applications,
prosecution — both Australian and overseas including international
registrations, oppasitions, domain name disputes, portfolio, and
brand management.

Since 2000 DCC has filed more trade mark applications in Australia
than any other firm.

Our patents practice

DCC's patent practice is unrivalled. We have filed a large share of the
patent applications in the region for a number of years and we
consistently file amangst the highest number of originating patent
applications across all technical disciplines in Australia and New
Zealand. Our Singapore team files for the largest local filers in
Singapore in addition to filing regionally for many of the world’s
largest companies. We have great depth of technical expertise and
legal experience that our competitors find difficult to match.

DCC Law Practice
DCC's associated law firm, Davies Collison Cave Law (‘DCCL) is a
dedicated IP litigation and commercialisation firm.

DCCL is the largest dedicated IP law group in Australia (larger than
our ‘full service law firm’ competitors) and has been highly
successful in protecting our client’s rights and defending their

DAVIES
COLLISON
CAVE

interests. In addition to the DCCL IP litigation team DCCL also advises
clients in the TMT, privacy and data protection, tax and commercial law
areas. When appropriate DCCL works closely with DCC, whilst closely
protecting the confidential information of both the clients of DCC and
DCCL, to achieve the best possible resolution of disputes before
Australian courts.

Industry recognition

Year after year, DCC is recognised and awarded by peers and industry

badies for the qualitu of service provided. Some of our recent firm

awards include:

- Law Firm of the Year in Intellectual Property, Best Lawuyers 2022

- IP Law Firm of the Year in Australia, Global Law Experts 2021

- Australian Patent Firm of the Year, Asia IP Award 2020

- |P Boutigue Firm of the Year, Asia Pacific Regional Award, MIP Asia
Awards 2019

Japan services

DCCs Japan Group is dedicated to our Japanese clients. With our team
of Japan-focused IP professionals we can assist with any of your IP
services. We represent some of the world’s most recognisable
Japanese companies and brands, as well as SMEs and cutting-edge
start-ups. Our expertise and long-standing experience in working with
Japanese clients and IP professionals give us an understanding of the
specific needs of Japanese clients, and ensure that we deliver high-
quality and timely services to protect their innovation, branding,
creativity and commercial success.

If you would like to make a general enquiry, please email us at
JPmail@dcc.com in Japanese, or mail@dcc.com in English.

(For sending formal instructions or urgent enquiries, please contact us
in English using mail@dcc.com or call us on +61 3 9254 2777).

WWW.MANAGINGIP.COM
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Spruson & Ferguson
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UN & FERGUSON

INTELLECTUAL PROPERTY

(e}

Address: Level 24, Tower 2, Darling Park, 201 Sussex Street, Sydney, NSW 2000, Australia

Tel: +61 2 9393 0100. Fax: +61 2 9261 5486
Email: mail.au@spruson.com. Website: www.spruson.com

Contacts: Kristian Robinson - Managing Director - Asia; David Kennedy — Managing Director — Australia

No of partners: 45 Total no of lawyers: 130

Languages spoken: Japanese, English, French, German, Thai, Vietnamese, Cantonese, Mandarin and Bahasa Indonesian

Main area of practice: Intellectual property

About Spruson & Ferguson

Spruson & Ferguson is a leading provider of intellectual property (IP)
services across the Asia-Pacific region. From our offices in Australia,
Singapore, Malaysia, Thailand, Indonesia, Hong Kong and China,
Spruson & Ferguson offers IP prosecution and management
services across 25 countries in the region. We offer a full range of IP
services including those related to patents, trade marks, designs, IP
litigation and commercialisation.

Established in 1887, Spruson & Ferguson has been at the forefront
of innovation for over 130 years. Our team of 400+ staff work
closely in a fully integrated operational structure across our 9
offices, with top class IP management software. Our team of IP
professionals’ outstanding academic credentials combined with a
wealth of technical and industry experience, ensure that our clients
receive thorough, technically accurate and commercially relevant
advice. Our clients range from entrepreneurial and emerging growth
businesses ta Fortune 500 companies and public-sector research
organisations, across all industries. Each year Spruson & Ferguson
provides services for over 3,000 clients.

Providing true regional capability

Spruson & Ferguson has a strong phusical presence in key Asia-
Pacific markets with jurisdictions across 25 countries. With a single
set of instructions to any one of our offices, clients can conveniently
file across the Asia-Pacific. Being the first IP firm in the Asia-Pacific
to have a fully integrated structure across our 9 offices, we give real
meaning to the term “One-Stop Shop”. We harness the strength of
our cross-regional teams and partners to identify opportunities and
create value for businesses.

We see diversity as a strength and value the differences between
people and the contribution these differences make to our business.
Ourin-house language capabilities also prove to be a decisive
advantage for our clients.

Beuond the Asia-Pacific, we have developed and maintained a
strong network of international connections with IP and general
practice law firms. We ensure that our clients’ IP interests are in the
best passible hands by using long-standing partners we know and
trust.

Recognised as a Leading IP Firm

The volume of patent and trademark applications that we file
demonstrates our extensive experience and expertise in IP services.
In FY20, Spruson & Ferguson continued to be the top patent filer in

Australia and Singapore, with more than 14,000 patent applications

filed annually across the region, while our highly qualified trade mark

attorneys file mare than 5,000 trade mark applications regionally each

year.

- Asia-Pacific IP Boutique Firm of the Year (2021) — Managing
Intellectual Property

- Top Tier Firm for Patent Prosecution (2021) - Managing Intellectual
Property (Australia and Singapore)

- Top Tier Firm for Trade Mark Prosecution (2021) - Managing
Intellectual Property (Australia)

- Top Tier Firm for Prosecution and Strategy (2021) — World
Trademark Review (Australia)

- Highly Recommended Firm for Prosecution and Strategy (2021) -
World Trademark Review (Hong Kong, Indonesia and Singapore)

- Highly Recommended Firm for Enforcement and Litigation (2021) -
World Trademark Review (Australia)

- Top Tier Firm for Patent Prosecution (2020) — Asia IP (Australia,
Singapore and Hong Kong)

- Top Tier Firm for Trade Mark Prosecution (2020) — Asia IP (Australia)

Japanese Desk

Spruson & Ferguson has a dedicated Japanese Desk that provides
Japanese clients access to our team of skilled Japanese-speaking IP
professionals.

Please email JapaneseDesk@spruson.com with your enquiry, and a
Japanese-speaking attorney will promptly reply. For more information
please visit www.spruson.com/japanese

This service is provided as a supplement to normal operations for the
convenience of customers in Japan. For this reason, we would like to
thank you for your understanding that we cannot accept formal
instructions or urgent enquiries for application submissions or
examinations in Japanese.

Alternatively, please contact us for any enquiries including detailed cost
estimates via:

Email: mail.asia@spruson.com
Fax: +65 6333 7222
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AFD China Intellectual Property Law Office

Address: Golden Towers, Tower B, 21st FI, 38 Xueging Road, Haidian, Beijing, 100083, China
Tel: +86 10 8273 0790

Fax: +86 10 8273 0820

Email: info@afdip.com

Website: www.afdip.com

Contact: Xia Zheng

Total number of lawyers: 140

Languages spoken: English, Japanese, Korean, German, Chinese

Main area of practice: patents, trademarks, copyrights, domain names, integrated circuit layouts, trade secrets, unfair competition, IP
litigation, plant varieties, technology and legal translation.

AFD China Intellectual Property Law Office was founded bu Ms. Xia Zheng in 2002 upon the commitment of high-level IP services. With the
main office located in Beijing, China and a client-supparting team in Washington State, U.S.A., we offer one-stop solutions and comprehensive
range of intellectual property services in China to individuals and to corporate clients all over the world - including IP strategy, patent mining,
patent drafting, IP filing and prosecution, free-to-operating analysis, validity or invalidity analysis, portfolio management, investigation, IP due
diligence, dispute solutions and IP litigation - to strengthen and protect clients' IP rights in China.

Over the years, we have grown from a boutique firm into @ medium-sized firm with over 200 people. The professionals at AFD China are well-
versed in IP laws and some of them won titles such as “National IP Talent”, “Outstanding Patent Attorney of year”, “IP Star”, “Leading
Individual” and “IP Attorney to Watch”.

Our practice is distinguished by creative mindsets and effective approaches. Our working manner was described as “in the best spirit of the
law, rather than advising clients to sidestep regulations based on technicalities.” We provide forward-thinking advice at each step of the
prosecution or litigation process and utilize every possible opportunity during the course of a prosecution process to advance clients’ cases. It
has maintained a mandatory quality control policy that applies to all filings, opinion letters and litigation filings. A two-step inspection is
adopted at every key point to ensure consistency, accuracy, reliability and compliance. Its quality control also includes a complete set of
control procedures of problem finding, training, watching, auditing, retraining, re-watching and re-auditing.

We stay up to date with the latest changes in their respective areas of IP practice. We provide prompt communications with clients on changes
on governmental, statutory, regulatory laws and regulations, examination guidelines and specific handlings.

Because of the commitment to good practice and high professionalism over the years, we are constantly recommended and recognized by
clients, industrial associations, local authorities and professional rankings. We are a director firm of the Beijing Patent Attorneys Association, a
committee member firm of the China Intellectual Property Development Alliance, and a council member firm of the China Trademark
Association. We was accredited to local patent agency service standards as an AAAAA-level (top tier) Patent Agency in Beijing, awarded with
the titles of Outstanding Patent Agency and Preferred IP Service Providers for Medium Small and Micro Enterprises. Our litigation case was
selected as an exemplary IPR protection case by the Beijing Higher Court.
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Beijing Sanyou Intellectual Property Agency Ltd

Address: 16 F, Block A, Corporate Square, 35 Jinrong Street, Beijing 100033, PR China

Tel: +86 10 8809 1921

Fax: +86 10 8809 1920

Email: sanyou®@sanyouip.com

Website: www.sanyouip.com

Contact: Xuefeng WU, Yanuan LI (R%25, Z=iE)

No of partners: 45

Total no of patent attorneys: 160

Total no of lawyers: 20

Languages spoken: Chinese, English, Japanese, Korean, German

Main area of practice: IP services relating to the prosecution and litigation of patents in all major technical fields, trademarks, copyright, do-

main names, unfair competition and trade secrets

Founded in 1986, Beijing Sanyou Intellectual Property Agency is the
first private IP firm in China.

As a leading IP law firm, Sanyou IP helps domestic and international
clients to obtain and enforce their IP rights by providing wide-range
and high-quality services. In 2011, upon the completion of a
streamlining management procedure, Sanyou IP obtained the ISO
Q001 certification for quality management.

By emphasising professionalism and craftsmanship, Sanyou IP has
been named “an Outstanding Patent Agency” and “an Outstanding
Trademark Agency” for several consecutive years. Our team of
mativated and professional attorneys represents a combination of
the highest technical and legal qualifications and uears of practical
experience. Many of our attorneys have been working in this line of
field for over 10 years, and several are former senior patent or
trademark examiners of the China National Intellectual Property
Administration.

Sanuou IP is headquartered in Beijing with several branch offices in
Tokyo, Suzhou, Dalian, and Hong Kong. Now we have about 400
staff, including 160 patent attorneys, 50 patent engineers, 20
general lawuers and 40 trademark professionals, all practicing under
the following interrelated entities:

- Beijing Sanyou Intellectual Property Agency Ltd;

- Beijing Wanrui Law Firm; and

- Sanyou International IP Service Ltd.

Our motta is ‘quality, efficiency and loyalty’ At Sanyou IP, we pride
ourselves in the quality work and constantly strive to provide the
highest level of services tailored to the individual needs of each
client. Our team of legal professionals, with a wealth of experience
and proven success in the full range of IP services, stands ready to
assist the clients with their IP matters both in China and around the
globe.

As a standing committee member of the All-China Patent Agents
Association (ACPAA) and the China Trademark Association (CTA),
Sanuyou IP plaus an active and important role in China’s IP industry.
Meanwhile, Sanyou IP is a member of several international IP
organizations, such as the International Trademark Association

(INTA), the International Association for the Protection of Intellectual
Property (AIPPI) and the Licensing Executives Society (LES).

Our motto is ‘quality, efficiency and loualty’. At Sanyou IP, we pride
ourselves in the quality work and constantly strive to provide the
highest level of services tailored to the individual needs of each client.
Our team of legal professionals, with a wealth of experience and
praven success in the full range of IP services, stands ready to assist
the clients with their IP matters both in China and around the globe.

As a standing committee member of the All-China Patent Agents
Association (ACPAA) and the China Trademark Assaciation (CTA),
Sanyou IP plays an active and important rale in China’s IP industry.
Meanwhile, Sanyou IP is a member of several international IP
organizations, such as the International Trademark Association (INTA),
the International Association for the Protection of Intellectual Property
(AIPPI) and the Licensing Executives Society (LES).

Having been dedicated to IP for over 35 years, Sanyou IP is always
ready to improve its services and quality of work.

In order to better communicate with the clients in Japan, Sanyou IP
established a branch office in Tokyo in 1998. Holding the belief of
customer first, our staff in Tokyo office have been trying their best to
meet clients' needs by giving advice, lectures, and training, etc.

Japan Branch Office

Address: Zenken Plaza Il 5F, 1-3-13 Nishi-Shinjuku, Shinjuku-ku,
Tokyo, 160-0023, Japan

Tel: +03 5990 5518

Fax: +03 5990 5569

Email: sanyou@sanyouip.co.jp

Contact: Xinyan WANG (E #71)

Total no of lawyers: 2

Languages spoken: Chinese, English, Japanese

Main area of practice: Advice and consultation on IP matters in China

WWW.MANAGINGIP.COM
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| o KRICHNA
Krishna & Saurastri Associates LLP SAURAWNTRI

KRISHNA & SAURASTRI ASSOCIATES LLP

INTELLECTUAL PROPERTY LAW OFFICES | PATENT & TRADE MARK ATTORNEYS

Address: New Excelsior Building, 7th Floor, Wallace Street, A.K. Nayak Marg, Fort, Mumbai — 400001 INDIA
Tel: (+91 22) 2200 6322

Fax: (+91 22) 2200 6326

Email: info@krishnaandsaurastri.com

Website: www krishnaandsaurastri.com

Contact: Mr. Anshul Sunil Saurastri

No of partners: 12

Total no of lawyers: 90

Languages spoken: English

Main area of practice: Intellectual Property

Krishna & Saurastri Associates LLP is a full service Intellectual Property and Technology law firm focused on rendering business friendly legal
advice. The firm was formed in 1992 and merged with a law practice set up in 1956. Ever since, the firm has been navigating complex
intellectual property and techno-legal issues for its diverse client base. To keep pace with the growth of its business and be ever present for its
clients, the firm has 170 people spread across offices in the major economic centers of Mumbai, New Delhi, Bengaluru, Pune, Ahmedabad and
Chennai.

The firm represents clients from all major industries and sectors. The firm’s team includes specialists with niche expertise and industry
experience, which is leveraged to provide clients maximum value from legal counseling. Additionally, most of the firm'’s professionals have
formative degrees in natural sciences, engineering, arts or business, prior to qualifying as lawyers, which is useful while navigating complex
intellectual property and techno-legal issues.

Over the years, the firm has been ranked among the top tier Indian intellectual property and technology law firms caonsistently by leading
domestic and international publications.

Areas of practice:

- Patents

- Trademarks & Geographical Indications

- Designs

- Copyrights

- Mergers & Acquisitions, Technology Transfers, Licensing, Franchising, Joint Ventures
Litigation and Arbitration

Plant Varieties

Biodiversity

- Competition laws

International trade laws

- Requlatory issues

- Food, Drug & Medical Device laws

- Media, Advertising, Broadcasting & Entertainment laws

- Trade Secrets, Data protection and Information Technology laws
- Anti-counterfeiting

- Customs and Border enforcement
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INTELLECTUAL PROPERTY LAW OFFICES | PATENT & TRADE MARK ATTORNEYS

FRTEME: New Excelsior Building, 7th Floor, Wallace Street, A.K.Nayak Marg, Fort, Mumbai - 400001 INDIA
EEEES: (+91 22) 2200 6322

77w R: (+9122) 2200 6326

EX—JL: info@krishnaandsaurastri.com

7 x 7Y b www.krishnaandsaurastri.com

RS Mr. Anshul Sunil Saurastri

IN— b F—FEELH: 12

HFELE: 90

SR - 5

EBSEH: M E

Krishna & Saurastri Associates LLPI&. 7 /L% —E X DB E « HATARFHEFT. ESPRAIHHETLENBS 0RMITSEAL TV
£, FHPTIFI02FEICRII SN, 1956FICT TICRU SN TWRELEHREEGH L. BABISA 7Y COBEMBHNNEES LU
BMRBFOENMEANDMEZT o> TETFE LT, EPRROBERESHAZEDE. CABRKLIZAT7 U heEBIT. LYNA. Za—
T)—= RYHIL=)L, T—F. T=AEAN=—RELVOF VT A1 OERBROFRODMEDA 7 4 XICITOAND IRy T EZFJREL TUVWE
ER

EXFRIE. HOWRITEEES LV EIZ—ICITAT U b 2FBoTVWET, ZvFREMASFOMR L EERNTORREZE I 3EHMH
DEMARF—LH. TOHMBERBREZFAL. ZHPHEHISRADOMELZRELEFT, I5IC. BEHEFAOEMARDSBEDIFLACH, #7
ELTERERETIE0IC. BARSE, ITooZ7U V0 Efib2WEESRAORUEREL TE D EMAMNMES K ORMHERS
DEERRICHRITUVWET,

COHFICOIc> T, FHAIE. BN - BRRHT. 1> FOMNMES & CRANEREFAO by FICUBLTVET,

W5 E:

PSRt IEH R

SEE

EfFtE

BHEEEBIN. K. 5. 75 0F v 1 X GREE
FRER & APEL

e

E2Y/E2p3kd

R

EREZ A

gt

Bin. Em&EEREERE

AT T LEER. BEEKI VR —T A VXY ME
BEWE. 72 RES LCBREINE

g LE

EBS & VEREERS

o

!

*

’0

A

33

%

’0

A

3

%

X3

%

’0

A

3

%

X3

%

’0

A

33

%

’0

2

’0

A

X3

%

’0

A

3

%

61

JAPANESE BUYERS GUIDE 2021



INDIA

LS Davar & Co

Address: Globsyn Crystals, Tower 1, 2nd Floor, Block EP, Plot No. 11 & 12 Salt Lake, Sector V/, Kolkata, 700 091, India
Tel: +91 33 2357 1015 - 1020

Fax: +91 33 23571018

Website: www.Isdavar.com

Managing partner: Dr Joshita Davar Khemani

Established: 1932

Number of partners: 2

Number of IP practitioners: 95

Languages: English, Hindi, Other Regional VVernaculars, French and German
Network memberships: Cll, ASSOCHAM, FICCI, INTA, AIPPI and APAA

Founded and Head Quartered in Kolkata, LS Davar & Co, a full-service IP law firm was established in the year 1932 by the late LS Davar, an
attorney at law. We are proud to be one of the oldest and largest IP law firms of the Indian origin. The firm’s present Chairman, GS Davar, a
patent lawyer has successfully carried forward the rich legacy of the firm. Joshita Davar Khemani, the current managing partner has been
honoured as one of the Top 100 Powerful Women in Law.

With nearly 90 glorious years of experience and expertise in the domain, we offer professional as well as quality services in handling,
protecting and enforcing multi-faceted portfolio of patents, trademarks, designs, copyrights, domain name and geographical indication.

With International presence and zonal offices in Delhi and Bengaluru and with associates in over 145 countries, worldwide, we cater to a broad
range of industries in India and in the neighbouring countries.

We cater to many Fortune 500 companies also to small and medium-sized enterprises, start-ups, government-funded industries, universities
etc,, ensuring that all their legal IP needs are fully met. From developing IP portfolios worldwide to handling infringement and litigating
disputes, we offer a 360-degree solution to all legal IP requirements. We alsa assist in advising, handling, protecting and enforcing their
diverse portfolio of patents, trademarks, designs, copurights, domain disputes, and geographical indication.

We have a dynamic team of over 200 members and growing steadily which includes patent professionals including engineers, lawuyers and
technical advisers who are experts in various practice areas relating to IP and beyond.

To maintain our superior service standards, the firm operates on a strong IT backbone, implementing a world class comprehensive ERP sustem
based on the latest cloud platform for timeline recordings, document management, case management which are handled by seasoned team of
Systems Engineers’, Docketing Professionals and Paralegals. Our in-house IT experts have developed a number of tools and resources for
businesses to help them tackle IP protection more effectively for enforcement at home and abroad.

Under the leadership of Joshita Davar Khemani, the firm has received several accolades, awards, and recognition by prestigious and globally
recognised organisations at various international platforms.

- Top managing partners of India by Forbes India with above 10 years’ experience.

Certificate of recognition by the Honourable Shri Suresh Prabhu, Member of Parliament, Rajua Sabha for her contribution in the field of IP.

- She has been recognised as the IP Experts from India by Asia IP.

- Top 100 Powerful Women in Law.

- She has been - Ranked under Individuals: Prosecution table in the India chapter by IAM Patent 1000: The World’s Leading Patent 2021 edition.
- Recognised as The IP Boutique of the Year in the year 2020 by the Asia IP.

- ‘IP Star - Ranked Firm’ consecutively for the uears 2018, 2019 and 2020 by the renowned IP Stars.

- Recognised as The Most Trusted IP Law Firm for last three consecutive years i.e. 2018, 2019 and 2020 by The Economic Times (ET).

- IPR Leadership Award 2020 by NITI Aayoag.
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INDIA

S.S.Rana & Co

Address:

Corporate Office: 81/2, 2nd & 3rd Floor, Aurobindo Square, Sri Aurabindo Marg, Adchini, New Delhi, Delhi 110017;
Registered Office: 317, Lawyers Chambers, High Court of Delhi, New Delhi, 110003.

Tel: 011 4012 3000

Fax: 011 4012 3010

Email: info@ssrana.com

Website: www.ssrana.in

Contact: 011 4012 3000

No of partners: 7 (2 Founding Partners, 2 Managing Partners, &4 partners)

Total no of lawyers: 46

Languages spoken: English, Japanese, Hindi, Punjabi, Bengali, French, German, Tamil, Malayalam.
Main area of practice: Intellectual Property Rights, Corporate and Commercial Laws

S.S.Rana & Co, is a leading Indian full service law firm recognized for its knowledge and commitment to clients. With a dedicated team of
professionals specializing in various areas of practice including Intellectual Property Rights, Corporate & Commercial Laws, Dispute Resolution,
the Firm has been working with clients, anticipating their business requirements, and offering proactive, timely and qualitative solutions.

The Firm’s clients include more than 1500 Indian companies, Fortune 500 corporations, multinationals as well as grass root innovators, across
various industries such as Aviation, Automobile, Bio Medical, Pharmaceutical, Consumer Goods, Real Estate, IT & Technology, Ecommerce,
Heavy Machinery, Media And Entertainment, Sports And Gaming, Electronic & Communication, Mobile Computing & loT, Hospitality, FMCG,
Luxury Goods Industry, Education etc. The firm has been assisting its clients for drafting, filing and prosecuting IP applications and assisting
them in successfully securing their IP rights in India, the SAARC Region as well as globallu.

Itis an empaneled law firm with several Technical Universities, Design Institutes, Government & Private Institutions as well as Innovation
Foundations for advising, filing & enfarcing their IP rights including Patents, Trademarks, Copyright & Designs in India.

The Firm serves a plethora of clients in the Japanese market and one of the Firm’s partners, Mrs. Lucy Rana is fluent in Japanese, with
previous experience of working with Japanese companies based out of India, including Panasonic (then Matsushita Electric Works Ltd.) among
others where she managed country wide operations of Automation Controls Division. She completed her Bachelors in Japanese Language and
Literature from Jawahar Lal Nehru University and holds Level 2 proficiency in Japanese Language Proficiency Test (Nihongo Noryoku
Shiken-Nikkyu).

To assist Japanese clients, which face the challenge of increased global competition, S.S. Rana &Co., has formed a dedicated Japan Desk,
which provides integrated and centralized services for multi-jurisdictional advice to Japanese companies expanding regionally in India as well
to Indian companies seeking to enter the Japanese market.

Practice areas include

- Searching, Drafting, Filing, Prosecuting, Renewals and Maintenance of Trademark, Patents, Design, Copyright, Gl Applications.

- Patent Drafting, Patentability Searches (FTO, Prior Art, Landscape), Pre and Post Grant Opposition, Rectification & Invalidation.

- Brand protection, Watch, Enforcement Actions, Border Measures, IP Audits, Licensing, Franchising, Acquisitions

- Domains: Cancellations, Recovery & Acquisition (INDRP and UDRP Action)

- Litigation: IP Enforcement Actions, Civil and Criminal Raids, Custom &b Seizures, Commercial Litigation, Alternate Dispute Resolution,
Banking & Insolvency, Insurance & Consumer Matters, Legal Metrology (Packaging and Labelling) & Food Safety, Service matters, Real
estate, construction & energy disputes.

- Corporate & Commercial Laws: Company Laws & Compliances, Labour & Employment Laws, IT (Cyber Security, Data Privacy etc.),
Environmental Law, Competition Law, Policy Framing, Dispute Management, Business Licenses (BSI, ISI, FSSAI, Health), Contract &
Negotiations, Gaming Laws, Media and Communication, E-commerce, Food Laws, Consumer Laws, Taxation, Banking, Foreign Direct
Investment, Mergers & Acquisitions.
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PAKISTAN

United Trademark & Patent Services

Address: 85 The Mall, (adjacent HANG TEN Stores) Lahore 54000 Pakistan

Tel: +92 42 36285588-90 and +92 42 3628 5581-4
Email: unitedtrademark@unitedtmn.com and dubai@unitedtm.com
Website: www.utmps.com

Contact: Yawar Khan in Pakistan office and Maria Khan in Dubai office

Total no of lawyers: 69
Languages spoken: Japanese, English, Arabic, French, Urdu

Main area of practice: Trademark,Patent, Design, Copyright, Domain Name Registration, Litigation & Enforcement Services including custom

recordals and seizure services

United Trademark & Patent Services is the most well-known,
respected and largest Intellectual Property law firm in Pakistan
providing services in all areas of intellectual property from initial
opinion to registrations, enforcement and litigation. The areas
focused are patents, trademarks, copyrights, designs, IT issues,
geographical indications, transfer of technology, acquisitions and
mergers, competition issues, anti-counterfeiting etc.

The firm has been very active in giving shape to the modern
Intellectual Property Laws in Pakistan and its partners have been on
the committees constituted by the Government to make
recommendations with regard to amendments of trademark, patent
and copuright laws.

Far the past decade our firm has been ranked as top tier firm in
Pakistan in IP matters in the yearly surveys conducted by various
organizations.

The Litigation Department has a dynamic team of lawyers and is
willing to assist clients to enforce their IP rights even on short natice,
as the firm believes that without proper enforcement the system of
IP registration has no justification. The firm is prosecuting the
highest number of IP related causes in various Courts of the country
including highest number of Patent infringement cases.

The Patent Section within the firm has qualified personnel, who
come from diverse scientific backgrounds, specifically trained to
handle patent matters. The firm has particular strength in handling
patents relating to pharmaceutical, biochemical, chemical,
biotechnological fields.

In the Middle Eastern countries, United Arab Emirates, Saudi Arabia,
Bahrain, Egupt, Lebanon, Jordan, Qatar, Oman and Sri Lanka,
Djibouti, Morocco, Sudan, Tanzania and Yemen our firm United
Trademark & Patent Services is maintaining its own independent
offices. Each office is adequately staffed and has an established
record of being a leading IP law practice in the respective territory.
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The size of each of the local offices in terms of qualified IP
prafessionals is dependent on the economic condition and the general
IP activity in the respective country and is as follows:

Pakistan: 25 lawyers, 12 non-lawyer trademark & patent specialist
Bahrain: 2 lawuyers, &4 non-lawyer trademark & patent specialists.
Egupt: 2 lawyers, & non-lawyer trademark & patent specialists.
Jordan: 3 lawyers, & non-lawyer trademark & patent specialists.
Lebanon: 2 lawyers, 2 non-lawyer trademark & patent specialists.
Oman: 7 lawyers, 5 non-lawyer trademark & patent specialists.
Qatar: 2 lawyers, 5 non-lawyer trademark & patent specialists.
Saudi Arabia: 9 lawyers, & non-lawyer trademark & patent specialists.
UAE: @ lawuers, 10 non-lawyer trademark & patent specialists.

Sri Lanka: 2 lawuyers, &4 non-lawyer trademark & patent specialists.
Morocco: 1 lawyer, 2 non-lawyer trademark & patent specialists.
Sudan: 1 lawyer, 2 non-lawyer trademark & patent specialists
Tanzania: 2 lawyers, 4 non-lawyer trademark & patent specialists
Djibouti: 1 lawyer, 2 non-lawuyer trademark & patent specialists
Yemen: 1 lawyer, 2 non-lawyer trademark & patent specialists

Mare than 100 of Fortune 500 companies rely on UNITED
TRADEMARK & PATENT SERVICES for protecting their precious IP
rights.Since 1949 the firm has been in existence.

Contact persons:
Yawar Khan : yawarkhan@unitedtm.com
Maria Khan : maria khan®@unitedtm.com
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PHILIPPINES

Federis & Associates

Address: Suites 2004 and 2005, 88 Corporate Center, 141 Valero St., Salcedo Village, Makati City 1227, Philippines
Tel: (632) 8889-6197

Fax: (632) 8889-6132

Email: mail@federislaw.com.ph

Website:

http://www federislaw.com.ph (English)
http://www.federislaw.com.ph/ja/ (Japanese)
Contact: Mila Federis

No of partners: 2

Total no of lawyers: 4

Languages spoken: English, Filipino

Main area of practice: Intellectual property

Federis & Associates (FEDERIS) is a boutique firm law based in the Philippines whose practice focuses exclusively on intellectual property law.
FEDERIS is proof that in IP, size truly does not matter. Focus and expertise are what get results. This firm packs a powerful punch: in 2019, it
was awarded by the Intellectual Property Office of the Philippines (IPOPHL) as the top trademark filer for 2009-2018, and consistently ranks
among the top patent filers as well. The firm’s litigation team has scared big wins for household-name brands such as PHILIPS and YAHOO
before the IPOPHL and the Supreme Court.

A culture of service is deeply ingrained in everyone on the very capable team, which includes highly-qualified attorneus, seasoned paralegals,
licensed engineers and agents, and dedicated administrative staff. They work closely with clients to come up with creative, tailor-made
solutions that are implemented simply and seamlessly. Drawing upon their vast knowledge and extensive experience in different areas of IP,
they skillfully guide clients through the intricacies of local practice. At FEDERIS, relationships with clients are carefully nurtured through regular
communication and rapid action to ensure that expectations are not only met, but surpassed.

Now mare than ever, IP is an ever-evolving field, and FEDERIS bravely evolves along with it. The firm meticulously tracks new developments,
both domestic and international, quickly complies with new regulations and legislation, and promptly adopts new practices. Businesses must
constantly innovate in order to succeed in today’s quickly changing landscape. They should be able to do this freely, without getting entangled
in red tape or stifled by the prospect of litigation. With FEDERIS, they are assured that the firm appreciates the value of their creative work,
understands the need to protect their intellectual propertu, and anticipates the challenges of execution. The firm can be counted to produce
quality wark that matches the quality of their clients’ ideas.

FEDERIS' track record speaks for itself. Both the firm and its managing partner, Mila Federis, have been recognized by industry peers for
consistently delivering. A firm with a big heart, FEDERIS gives back to the community by providing legal aid and financial support to various
charitable causes.

The firm offers a full complement of services in all areas of IP law, including:
Patents;
Trademarks;
Copuyrights;
Designs;
IP litigation;
Anti-counterfeiting and enforcement; and
Licensing, due diligence, and contract review.

FEDERIS handles cases for both local and foreign clients from a wide range of industries, including pharmaceuticals, consumer goods,
electronics, hospitality, automatives, internet, and technology.

FEDERIS and its managing partner, Mila Federis, have been recognized bu the IPOPHL and industry publications such as the Asia Business
Law Journal, Asialaw, The Legal 500, Managing IP, Wha's Who Legal, and the World Trademark Review.
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SINGAPORE

Donaldson & Burkinshaw LLP DONALDSON & BURKINSHAW

ESTABLISHED 1874

Address: 24 Raffles Place, #15-00 Clifford Centre, Singapore 048621

Tel: +65 6533 9422

Fax: +65 6533 7806

Email: ip@donburk.asia

Website: www.donburk.asia

Contact: Michelle S. H. NG

No of partners: 16

Total no of lawyers: 36

Languages spoken: English; Mandarin (including dialects); Bahasa Melayu; Japanese
Main area of practice: Intellectual property practice; litigation and dispute resolution practice; real estate practice; corporate and commercial
practice; technology and data protection practice

Donaldson & Burkinshaw LLP (the LLP) is a full-service law firm and has one of the longest established, largest and leading practices in
Singapore in the field of Intellectual Property (IP).

Our IP team comprises highly qualified patent and trademark specialists, technical experts and professionals with impeccable academic
credentials. Our staff includes qualified patent agents who are Ph.D. holders, engineers and scientists, and professionals well-experienced in
trademarks prosecution. Amaongst the law firms in Singapore, our IP team has the most number of registered patent attorneys.

We have several decades of experience in providing a full range of IP services and practise the full spectrum of IP law. We handle trade and
service marks, patents and designs protection, enforcement litigation, and the complete management of IP portfolios, commercialisation and
licensing of IP and technology rights.

Market standing

Our experience in IP extends over more than seven decades. We are regularly lauded as a leading IP specialist in Asia and we have
consistently been ranked favourably in @ number of industry publications and ranking exercises. In particular, we are pleased to highlight that
we are the top (or No. 1) Patent Prosecution Firm of the Year in Singapore, awarded at the recent Managing IP Awards 2021.

The LLP has also maintained its market position as one of the 5 top-filing practices in Singapore, cementing its status as a market-leader in the
field of IP.

Our clients include several of the world’s largest corporations with some of the best and most prestigious brands today. They include leading
domestic and multinational corporations, businesses, local and foreign Government bodies, educational and non-profit organisations,
individuals, estates and trusts. We fully manage the local and regional patents, designs, trademarks and domain name portfolios for an
extensive number of these clients.

Services

Our services cover all aspects of IP ranging from searching, clearance (including risk management and regulatory compliance) and protection of
trademarks, service marks, patents and designs to the enforcement of these IP rights through litigation in the civil and criminal courts. For
patent matters, we have the technical know-how and expertise to provide advisory services and undertake the drafting of patent specifications
across many fields. We handle all aspects of IP litigation and enforcement, patent and trademark invalidation and infringement, the
spearheading and implementing of anticounterfeiting efforts, injunctions, and search and seizure orders. \We are experienced in handling and
negotiating issues relating to domain name disputes, Internet piracy, information technology and technology licensing.

We assist with the commercialisation, exploitation and licensing of IP rights and may engage in negotiating, preparing and reviewing
agreements for the development and protection of such assets. We render advice and provide practical solutions relating to agency and
distributorship, protection of copyright, confidential information, trade secrets, data and computer software, issues concerning parallel imports,
the transfer of rights and technologuy, Internet domain names protection and disputes, information technology, electronic commerce,
advertising and entertainment.
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